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UNITED STATES CIRCUIT COURT OF APPEALS 


DENVER CHEMICAL MANUFACTURING COMPANY v. LILLEY, et al. 
f (216 Fed. Rep., 869.) 
July 20, 1914. 


UNFAIR COMPETITION—SECONDARY NAMES. 

The manufacturer of “Antiphlogistine” sued the makers of “Den- 
ver Mud,” alleging unfair competition in that “Denver Mud” was a 
secondary name commonly applied to “Antiphlogistine” by the general 
public, and for this reason adopted by the defendant. As the plaintiff 
had never adopted or made any use of the phrase in question, which 
was found to be used by the public in describing other plastic dress- 
ings beside “Antiphlogistine,” the charge of unfair competition was 
held not sustained by the facts 







Appeal from a decree of the United States District Court 
for the District of Kansas in favor of defendant. Affirmed. 
Rehearing denied November 2, 1914. 








Henry D. Estabrook, of New York City (Edmund Wetmore 
and William A. Jenner, both of New York City, and 
S. W. Sawyer and Lathrop, Morrow, Fox & Moore, 
all of Kansas City, Mo., on the brief), for appellant. 

Eugene S. Quinton, of Topeka, Kan. (Cranston, Pitkin & 

Moore, of Denver, Colo., on the brief), for appellees. 
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Before Hook and CarLAnp, Circuit Judges, and REEp, Dis- 
trict Judge. 


CaRLAND, Circuit Judge—This action was originally in- 
stituted by appellant against appellee Thomas Lilley, for the pur- 
pose of restraining him from unfair business competiton. On 
application the Germicide Company, which manufactures the 
product alleged to have been sold by Lilley, was allowed to in- 
tervene. Issues having been joined and proofs taken, the case 
came on for hearing on pleadings, proofs, and master’s report. 
As a result of the hearing the action was dismissed for want of 
equity. 

The appellant manufactures a plastic compound called “Anti- 
phlogistine.” It began the manufacture of this medicament in 
Denver, Colo., in 1893. Its business grew very rapidly, until in 
1900 the company for business reasons removed its plant from 
Denver, Colo., to the city of New York. Its sales at the time 
of the commencement of this action were upward of 2,000,000 
pounds yearly, and its expenditures for advertising $100,000 
yearly. Shortly after its product was first placed on the market, 
the general public gave to “Antiphlogistine” the nickname “Den- 
ver Mud.” Appellant itself has never adopted the name “Den- 
ver Mud” as a label, or registered, advertised, or encouraged its 
use by the public or the trade. It is claimed, however, by ap- 
pellant, that a customer may go into almost any drug store in 
almost any part of the globe—New York, London, Berlin, 
Paris, Omaha, Kansas City, Peoria, Pleasantville, Peaceville Val- 
ley, Bird Center—and ask for “Denver Mud,” and he will be 
handed a can of “Antiphlogistine.” This medicament is sold by 
appellant in tin containers bearing the following label: 
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DENVER CHEMICAL 





Guaranteed by the Denver Chemical Mfg. 
Co., under the Food and Drugs Act June 30 
1906. Serial No. 24. 


++ KEEP THE LID ON + 


Antiphlogistine 


TRADE MARK 
MADE BY 


THE DENVER CHEMCIAL MFG. CO. 


New York City, U.S. A. 





CHICAGO DENVER SAN FRANCISCO MONTREAL 
LONDON SYONEY BUENOS AIRES 


FOR SALE BY ALL ORUCCISTS 
PRICE. 50 CENTS 
Pee Meee 
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: There are no disputed questions of law. It being conceded, 
as it must be, that while appellant adopted the name “Anti- 





eee ele 
PRPRPPREPRR SD srcarw Soe PARUAMNAG 
AMOR MPS 








IS A MIX- 
S AND LEVIGATED AR- 


T 
j 


COMPOSITION. 
ANHYDROU 


ANTIPHLOGISTINE 
TURE COMPOSED OF THE FINEST 


C 


containers and bears 





COM - 


CHEMI- 
POUNDS OF IODINE, REPRESENT- 


ILLACEOUS MINERAL, 
CALLY PURE GLYCERINE, 


‘ 
a 


G 


MANUFACTURING CO. V. LILLEY 


~ 


OF 


4 


SMALL PERCENTAG 


ING A 


MINUTE 


IODINE, 
QUANTITIES OF BORIC AND SAL- 


ELEMENTARY 


The Germicide Company, which has become the principal 
defendant, manufactures at Denver, Colo., a plastic compound 
called “Denver Mud.” It is sold in tin 
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public has given to the product another and different name, by 
which it alone is known to the trade, the appellant becomes 
entitled to protection by injunction against one who _ there- 
after endeavors through the adoption of such term as the pub- 
lic employs as synonymous for or as a secondary designation of 
such product, for in so doing the purchasing public may be de- 
ceived as to the article purchased, and the appellant is deprived 
of that trade which its industry and money have built up. The 
question to be decided is entirely one of fact. The questions of 
fact are: Had the name “Denver Mud,” prior to the use thereof 
by the Germicide Company, come to indicate and designate in 
the public mind the appellant's medicament alone? Is _ the 
Germicide Company, by the use of the label above described, 
endeavoring to pass off to the public its plastic compound as that 
of the appellant? 

The intention of the Germicide Company must be found 
from what it does. It may be said that the labels above described 
are both printed upon yellow brown paper. They have been 
compared by this court from original exhibits, and outside of 
the words “Denver Mud” there can be found no intention to 
deceive from the labels themselves. So the question is narrowed 
to the use of the words “Denver Mud” upon the label of the 
Germicide Company. The Germicide Company claims that the 
term “Denver Mud” is a popular name for all preparations simi- 
lar to those of appellant and appellees ; that it was the proprietor’s 
name for none, prior to the adoption thereof by the Germicide 
Company; that no product was labeled “Denver Mud,” or ad- 
vertised as “Denver Mud,” by any owner, manufacturer, or 
dealer prior to the adoption thereof by the Germicide Company 

‘Denver Mud” simply being a popular term for the genus, 
plastic dressing; that, such being the case, the popular generic 
term was open for adoption as a specific and distinctive trade- 
name by any one. 

\fter the evidence was taken, the case was referred by con 
sent of parties to a special master to examine and consider the 


proofs and return answers to the following questions of fact: 


“(r) At or about what date was the term ‘Denver Mud’ first com- 
monly applied by the public to a plastic dressing or plastic dressings? 
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fb “(2) Out of what fact or circumstances did the name ‘Denver Mud’ 
arise? Was it from the fact that complainant commenced the manu- 
facture and sale of its preparation, Antiphlogistine, and was the term 
‘Denver Mud’ first commonly applied to such plastic dressing, or was its 
origin due to some other cause? If so, what? 

“(3) Was the term ‘Denver Mud’ first commonly applied to Anti- 
phlogistine, or was that name, when first coined and commonly applied to 
plastic dressing, employed by the public to designate other plastic dress- 
ings as well as Antiphlogistine? If so, what other dressing?” 















To which the master returned answers from the proofs as 
follows: 





“(1) The term ‘Denver Mud’ was first commonly applied by the 
public to plastic dressings about 1801. 












“(2) The earlier products in plastic dressings were manufactured 
at Denver, Colo., from clay found in that vicinity forming their base; 
and from that fact or circumstance the name ‘Denver Mud’ arose and’ was 
applied to such dressings 

“(3) The name ‘Denver Mud,’ as applied to plastic dressings, did not 
arise from the fact that complainant commenced the manufacture and 
sale of its preparation, Antiphlogistine, and such term was not first 
commonly applied to such plastic dressing, but its origin was due to 
the cause stated in finding No. 2. 

“(4) The term ‘Denver Mud’ was not first commonly applied to 
Antiphlogistine, but that name, when first coined and commonly applied 
to plastic dressings, was employed by the public to designate other plastic 
dressings as well as Antiphlogistine, to wit, Althio, Glycol, Marach, and 
\nhydrocine, and afterwards was applied to all plastic dressings as they 
were produced and placed upon the market.” 























Exceptions were taken to this report of the special master, 
which upon a full consideration by the district court were over- 
ruled, and the master’s report confirmed. It is claimed by appel- 
lant that the questions submitted to the special master restricted 
the case to a too narrow compass; that there were other facts 
shown by an examination of all the testimony, which had an im- 
portant bearing upon the general question of whether there was 
on the part of the Germicide Company unfair business compe- 
tition as known to the law. But we think, after a careful ex- 
amination of all the evidence, that there is no case whatever 
ellant, when the words “Denver 
al 


and that the case must turn wholly upon the use of those words. 


presented on the part of the appella 

Mud” are eliminated from the label of the Germicide Company, 
The evidence has been examined by the special master and 
by the trial judge. They unite in answering certain questions 


from the evidence as detailed in the record. \While we would not 
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disturb the finding of fact, when concurred in by the master and 
the trial judge, unless there was a serious mistake, we do not 
in this case desire to place our judgment entirely upon that 
ground. An examination of the evidence has convinced us that 
the conclusions arrived at by the master and the judge are 
reasonable and sustained by the evidence. 


It results that the decree appealed from must be affirmed, 
and it is so ordered. 


[For an analogous decision on the right to enjoin the use 
of a secondary name or nickname applied to an article by the 
public, see Coca-Cola v. Branham, Reporter, vol. 4, p. 469.] 


UNITED STATES DISTRICT COURT 
Lorp & TayLor v. Harris Wo tf, et al. 
Southern District of Ohio, September 29, 1914. 


1. TRADE-MARK INFRINGEMENT—SAME DESCRIPTION OF Goops. 

“Hosiery” is a generic term, embracing as species both stockings 
and underwear. 
TRADE-MARK ABANDONMENT. 

Abandonment of a trade-mark is not established by proof of 
mere discontinuance of use, but such disuse must be accompanied by 
circumstances showing an intention permanently to give up the mark. 


N 


In equity, on final hearing. 


Sater, District Judge—On December 13, 1887, Lord & 
Taylor, a partnership, registered for their use a trade-mark for 
hose for men, women and children. The specification recites that 
the trade-mark consists of the words “Stainless Onyx Black.” 
The words were arranged in an inner circle as shown in an 
accompanying facsimile in which they appear in a medallion- 
shaped stamp, with rayed outside embellishments of a lighter 
texture and held by a clasp suspended from an eagle’s beak, 
the above quoted words appearing one above the other in the 
order named and surrounded by an outer circle containing the 
words “Guaranteed, Registered.” The above-mentioned words, 
line and circles it was specified might be outlined or varied 
without materially affecting the nature of the trade-mark, the 
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essential feature of which is the word “Onyx.” The use of the 
trade-mark began about May 1, 1887. It was appropriated to 
the class of merchandise known as hosiery, and the particular 
description of goods comprised in such class on which the trade- 
mark was used was men’s, women’s and children’s stockings, be- 
ing stamped on the top or foot of the stockings and on the box 
and labels. About the fall of 1897, Lord & Taylor began the 
use of its trade-mark upon the black underwear that was then 
in vogue, consisting of black tights, union suits, vests, drawers, 
children’s pants and waists and men’s union suits—all being 
knit goods. This continued until about 1904, when the change 
in fashions led to the discontinuance of such type of under- 
wear. The goods, of whatever character, sold by Lord & Tay- 
lor, also bore the trade-marks “Merode,” “Harvard Mills’ and 
“Crestwood,” the latter being a cheaper grade of goods than 
the two former. Lord & Taylor in the meantime incorporated 
and their trade-mark was duly assigned to the corporation, the 
complainant in the instant case. On March 12, 1907, a trade- 
mark was issued to the plaintiff for hosiery. It was the same as 
the previously registered trade-mark, excepting that in the outer 
circle of the medallion are the words “Guaranteed Stainless.” 
The class of merchandise to which the trade-mark was appro- 
priated is Class 41, knitted, netted and lace goods, and the par- 
ticular description of goods comprised in the class upon which 
the trade-mark is used is hosiery. The trade-mark is usually 
displayed on the packages containing the goods and by stamping 
the trade-mark on the top or foot of the hosiery. 

In 1912, the defendants applied for a trade-mark on under- 
wear. It consists of the same medallion as is found in the plain- 
tiff’s trade-mark, excepting that the only word appearing on 
the trade-mark is the word “Onyx” which, as in plaintiff’s, is 
shown within the inner circle. Opposition having arisen in the 
patent office, a hearing was had, and the examiner of interfer- 
ences, in a persuasive and satisfactory opinion filed April 18, 
1913, sustained the plaintiff's contention | Reporter, vol. 3, p. 
291]. The bill for injunction in the present case was filed 
March 25, 1912, and the case is now for decision. 


The office of a trade-mark is to point out distinctively the 
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origin or ownership of the article to which it is affixed; or, in 
other words, to give notice as to who was the producer. When 
infringement occurs the essence of the wrong is invariably held 
to consist in the sale of goods of one manufacturer or vendor 
as those of another. If such a false representation be not di- 
rectly or indirectly made, a court of equity can give no relief to 
the complaining party. Either by itself or association the trade- 
mark must point distinctively to the origin or ownership of the 
article on which it is used. Canal Co. v. Clark, 13 Wall., 311, 
322, 323. The exclusive right to use a trade-mark is rightly 
treated as property, the nature of which is thus stated in Weener 
v. Brayton, 152 Mass., 101, 103: 

“While property in these names, devices, ete., for all purposes can- 
not exist, vet property as applied to particular vendible articles may exist 
when such articles have gone into the market identified by them, and 
have thus obtained reputation of currency by them as indicating a special 
or superior quality, or as the work of a particular manufacturer, or some 
other circumstance that commends them to the public.” 

There is no such thing as an abstract right to any particular 
name or trade-mark. It is not property except as incident to the 
business in connection with which it has been applied, 38 Cyc., 
684; Cigar Makers Protective Union v. Conhaim, 40 Mass., 
243; 12 Am. St. Rep., 726, 728; Weener v. Brayton. The 
Weener case is authority for the statement that to obtain a 
remedy for the invasion of a valid trade-mark three things must 
appear: (1) It must be shown that the complaining party 
has adopted some mark or sign not in use by others to dis- 
tinguish the goods manufactured or sold by him from those of 
other manufacturers or traders; (2) that such sign or mark 
must have been applied to some article or traffic; and (3) that 
the article must have been placed on the market. The plaintiff 
has met these three conditions. 

The plaintiff’s second registered trade-mark is more com- 
prehensive than its first, but the defendant’s claim is that the 
plaintiff’s exclusive right to the use of its trade-mark is never- 
theless limited to socks and stockings. Plaintiff contends that it 
is entitled to the use of its trade-mark on and to extend the use 
of its trade-mark to underwear, not only because it had done 
so through the period beginning in 1897 and ending about seven 
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years later, but because underwear is but a broader class or 
generic term which includes stockings, socks and underwear as 
species. The terms “hose” and “hosiery” as known to the 
present trade are understood to relate to socks and stockings. 
It is also true that stockings and underwear are made of 
the same material in the same mills, are sold by _ job- 
bers and traveling salesmen who handle both, are bought 
by ultimate consumers and sold to them by the same 
clerks over the same counter and are_ displayed § and 
advertised together by wholesalers and retailers. In the larger 
stores the two kinds of goods may be found in separate depart- 
ments, but that is an incident and not a controlling fact. The 
Century Dictionary teaches that “hose” was originally a garment 
worn by men covering their legs and waist; in the middle ages, 
generally covering the person from the waist to the toes; in 
the sixteenth century, the leg coverings were divided, the word 
“hose” being applied rather to the breeches, and the term “stock- 
ings’ to the portion covering the lower part of the leg and the 
foot. “Hosiery” is defined thus: “(1) Specifically, hose of all 
kinds tor the feet and legs; stockings and socks collectively; by 
extension, the whole class of goods in which a hosier deals; the 
stock of a hosier; (2) a factory where stockings, undergarments, 
etc., are woven by machinery.” A “hosier’” is defined as “one 
who deals in hose (stockings and socks), or in goods knitted 
or woven like hose; such as undergarments, jerseys, cardigans, 
and the like.” The lexicographers have with great uniformity 
placed stockings and underclothing in the same class. The 
term “hosiery” as used in the tariff act of 1832 was held to be 
a word of more general significance than stockings and as sig 
nifying a class or description of goods. Hall v. White, Fed. Cas. 
No. 5934. In Layton Pure Food Co. v. Church Dwight Co 
Fed., 24, 35, 37, C. C. A., 8, it was held that 


182 


“The general law upon this subject is that the owner must have used 
his trade-mark on the same class, but not necessarily on the same species 
of goods as the alleged infringer, in order to entitle him to its pro- 
tection against infringement.” 


In view of the history of hosiery, the definitions of lexicog- 


raphers, the decision of courts and the practice of manufac- 
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turers, wholesalers and retailers, it must be held that the term 
“hosiery” is a class or generic term, embracing as species both 
underwear and stockings, and that the plaintiff is entitled to use 
its trade-mark on and to extend its use to underwear. ‘This 
conclusion and the plaintiff's contention are strengthened from 
the fact that it applied its trade-mark for a period of about 
seven years to various forms of underwear and ceased so to do 
only when such underwear went out of vogue. 


The defendant asserts abandonment by the plaintiff of the 
use of its trade-mark on underwear. Hesseltine’s Trade-Marks 
and Unfair Trade at page 290 says that a trade-mark is abandoned 
when the proprietor, by some act or by laches, is held to have 
intended to permanently discontinue its use; when the sign, 
after discontinuance, has lost its significance, or its business 
reputation or goodwill. Mere discontinuance of use, although 
for a considerable period, is not sufficient. It must be coupled 
with circumstances showing an intention permanently to give 
up the trade-mark. The broadening by the re-registration in 
1907 of the articles to which plaintiff’s trade-mark may apply 
and the prompt defense of its right to use its trade-mark on 
underwear following the defendant’s application for its trade- 
mark, do not consist with an intention of abandonment. The 
plaintiff has offered evidence, as it may do, as to a mental state, 
to show that no such intention has ever existed, but that its 
purpose is as circumstances warrant to apply such trade-mark 
to such species of hosiery as it may hereafter deem advisable. 
The intention to abandon is not shown. The Onyx trade-mark 
has been extensively advertised at great cost. The goods bear- 
ing it are sold and well known throughout the United States 
and in many foreign countries. They bear an excellent reputa- 
tion for quality. There is much undisputed reliable evidence 
that the word “Onyx” has become so connected with the plain- 
tiff’s goods as to mean “Lord & Taylor,” and that any article 
of hosiery, using the term in its broad sense, sold under the 
name “Onyx” would be understood to mean the goods of Lord 
& Taylor. It is clear to my mind that the use of the defendant’s 
trade-mark is calculated to induce a purchaser, exercising such 
care as buyers commonly use, to purchase the goods of the 
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defendant in the belief that they are those of the plaintiff. 
Tested by this rule, infringement is made out. Layton Pure 
Food Co. v. Church & Dwight Co., p. 37, supra; 38 Cyc., 745- 
747. Note also Eastman Co. v. John Griffiths Co., 15 R. P. C., 
105, 110; Dunlop Pneumatic Tire Co. v. Dunlop Lubricator Co., 
16 R. P. C., 12. It is true that buyers of stockings could not be 
deceived by a substitution for them of underwear. But under 
the circumstances of this case the defendant’s argument upon 
this point is fallacious. The rule applied in Collins Co. v. Oliver 
Ames & Sons Co., 18 Fed., 561, applies here. 

That goods carrying the trade-mark “Onyx” are also 
branded ‘“‘Merode,” “Harvard Mills” and “Crestwood” does not 
militate against the plaintiff's contention. A given class of 
goods of different grades may bear different trade-names, each in- 
dicating origin and ownership, and at the same time a particular 
grade of goods. Dixie Cotton Felt Mattress Co. v. Stearns & 
Foster Co., 185 Fed., 431, C.C.A., 7. A familiar illustration 
is seen in men’s collars, such as those bearing the “E. & W..,” 
“Arrow” and “Lion” trade-marks, each bearing also another 
name, as for instance, “Redman,” “Valcourt,” “Burlington” 
and the like. 

It is to be regretted that defendants in their argument, with- 
out justification, needlessly, mistakenly and vainly undertook the 
Herculean task of proving the plaintiff’s witnesses unworthy of 
belief. The hands that are unclean are those of the defendants. 
The criticism is made that a number of persons, said to have 
knowledge of the matters in issue, were named by witnesses but 
not called to testify. What is of far deeper significance is the 
fact that the defendants did not offer any of the persons so 
named, or themselves, or anybody else, to refute any of the 
forty-three witnesses who were called by the plaintiff and gave 
testimony. Kirby v. Tallmadge, 160 U. S., 379, 383. I concur 
in the views expressed by Judge Van Orsdel of the court of ap- 
peals of the District of Columbia, patent appeal No. 895, touch- 
ing the application of Wolf & Sons to register the word “Onyx” 
as a trade-mark [Reporter, vol. 4, p. 219]. 

The plaintiff may take a decree as prayed for. 
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“ 


THE J. W. JENKINS’ Sons Music Company v. ARMSTRONG-Byr” 
Music ComPaANy. 


Western District of Oklahoma, July 29, 1973. 


1. UNFArR COMPETITION—GEOGRAPHICAL TERMS—SECONDARY MEANING 

Where a piano dealer has adopted the name of a town as a 
trade-name for certain of his pianos and has built up a valuable 
goodwill in connection with this name, a competitor will be enjoined 
from using it. 

2. UNFAIR COMPETITION—INTENT. 

To establish unfair competition, it is not necessary to show that 
the defendant intended to cause confusion of the public; it is sufficient 
to show that such confusion actually resulted from the acts of the 
defendant. 

3. UNFAIR COMPETITION—INJUNCTION GRANTED IN SPITE OF DISCONTINU- 

ANCE OF OFFENDING ACTS. 

Where unfair use of a trade-name has been proven, an injunction will 
be granted regardless of the discontinuance of the offending acts. 
4. UNFAIR COMPETITION—DAMAGES. 

The measure of damage for infringement of a trade-mark is the 
difference between the amount of the proceeds of the offending sales 
and the cost to the infringing dealer of the goods including the cost 
of making the sales. 


In equity, on final hearing. 


J. W. Shartel, J. R. Keaton and Frank Wells, for plaintiff. 
S. H. Harris and Claude Nowlin, for defendant. 


CorreRAL, J].—This suit was commenced in July, 1911, to 
obtain an injunction and accounting, by reason of the alleged 
unfair use by the defendant of the plaintiff’s trade-name of 
“Elburn” in the sale of pianos. The plaintiff alleges that it 
originated this name, had the pianos manufactured in accord- 
ance with its plans and designs exclusively for its trade, ad- 
vertised and sold them extensively at a uniform price, and built 
» a valuable reputation and trade for them throughout the 
western states, the sales being made from its chief place of 
business, Kansas City, and its branch houses at other places 
including Oklahoma City, and that the defendant, knowing 
these facts, fraudulently and with the intent to deceive the pub- 
lic and obtain the benefit of the reputation of these pianos and 
injure the plaintiff in its business, engaged in selling at Oklahoma 
City and vicinity inferior pianos bearing the same name and at 


a less price, and will continue such acts, to plaintiff’s damage. 
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The defendant admits purchasing and selling pianos so named, 
but with the words “Chicago” or ““New York” added, alleges that 
the name was used indiscriminately by various manufacturers, 
denies that the name, which is a town in Illinois, was originated 
by the plaintiff, or that it represents any distinctive type of pianos, 
or was so advertised or known, or of value, and further denies 
the fact or intent of misleading the public, or misrepresenting 
its pianos, or that plaintiff has sustained any damage. 

The plaintiff and defendant are both dealers in musical in 
struments but neither manufactures them. The plaintiff main- 
tains its principal place of business at Kansas City and branches 
at various other cities, among which is Oklahoma City, where 


1 
| 
i 


the defendant also has a 


place of business, and is a competitor. 

It is undisputed that the plaintiff first adopted the trade- 
name of “Elburn” for pianos, taking the name from a town in 
Illinois, where the president of the company and his brother were 
born, and the purpose was to build up a lasting trade under that 
name. The first piano bearing this name was made for the 
plaintiff by the Cable Company in 1902, or 1903. ‘Two other 
companies also manufactured pianos for the plaintiff which 
were given the same name, to the number of less than thirty and 
one hundred and forty respectively. With these exceptions, and 
a few afterward made by one of them in 1906 or 1908, only the 
Cable Company has made these pianos for the plaintiff, and in 
four different styles, according to direction furnished by the 
“Elburn” and the words “Manufactured 
expressly for the J. \W. Jenkins’ Sons Music Company” appear 


plaintiff. The name, 


on the plate, and the name also on the fall board. 

The plaintiff employs twenty-three to twenty-five traveling 
salesmen and advertises in the newspapers published at its places 
of business. During the past five years, these “Elburn” pianos 
were widely advertised at heavy cost by the plaintiff, and be 


came well known as plaintiff’s pianos to the trade in the south- 


western part of the United States and largely to dealers else 
where, the total sales reaching about five thousand. They are 
guaranteed by the plaintiff and sold at a fixed price, except that 
reductions are made to ministers, churches, lodges, and certain 
classes of musicians. 
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learning from a circular and newspaper advertisement 
that the defendant was selling pianos bearing the trade-name 
“Elburn,” plaintiff applied for membership in the United States 
Trade-Mark Association. That association wrote the defendant 
under date of April 27, 1911, asking that it cease to use the name 
“Elburn” on pianos, to which the defendant replied by letter of 
May 1, 1911, that it was not selling the “Elburn” pianos under 
any trade-mark or making any claims for it further than that it 
was a stencil piano and that they would continue to sell and adver- 
tise it at the price at which it should be sold as long as they should 
be manufactured and sold to the defendant. Reference was 
given to its attorneys, and the letter concluded: 

“We have looked into this matter carefully and know exactly where 
we stand and knew exactly where we stood before we ever went to ad- 
vertising the piano for sale.” 

Plaintiff then employed counsel to bring this suit and another 
against the manufacturer in Chicago of which the defendant 
purchased the pianos. 

The defendant first handled pianos bearing the name of 
“Elburn” early in 1911. It knew a year previous that plaintiff 
sold pianos bearing that name. In February, 1911, it bought 
and received twelve of them so named, through a traveling 
salesman, of H. P. Nelson Piano Company, of Chicago, and 
four of the Cote Piano Manufacturing Company, of Fall River, 
Massachusetts. The name “Elburn” as it appears on the fall 
board of these pianos is accompanied respectively by the words 
“Chicago” and “New York.” These pianos were put on special 
sale with others in connection with a puzzle contest, in which 
patrons received for their solutions premium checks, applicable 
as credits on the price of the instruments. 

Defendant sold the twelve pianos bought at Chicago, but 
took four of them back. Of these plaintiff bought one to as- 
certain its character and displayed it in its store window to 
show the difference in the instruments. Only two of the pianos 
bought at Fall River were sold by the defendant. 

There is uncertainty in the testimony as to how the name 
“Elburn” came to be upon these pianos which defendant put on 
sale. As to those made at Chicago the testimony is in conflict as 





pe eh RS EOE Se 


—————— Set ERE ER EERIE! Go am 
Cty 3 





is JENKINS’ SONS MUSIC CO. V. ARMSTRONG-BYRD MUSIC CO. 


4 


RS 


c°? 
JI 


to whether the name was given to the salesman of the manu- 
facturer by an employee in defendant’s store, or that the sales- 
man solicited the defendant to buy “Elburn” pianos. It is shown 
that this manufacturer furnished the pianos in ignorance of 
plaintift’s use of the name, and after being advised of plaintiff’s 
request to discontinue it, acceded thereto and caused the name 
to be removed from a shipment of pianos to a firm at Kansas 
City it had made. The manufacturer at Fall River furnished 
the pianos to defendant upon the order of its western representa- 
tive at Chicago, but it is not shown why the name was placed 
on these instruments. 

Testimony was introduced by the defendant to show that 
the pianos sold under this name are “stencil” pianos, which it is 
claimed are commercial instruments not bearing the names of 
the makers and furnished by them indiscriminately to dealers 
to be given such names as the latter may choose, and further 
to show that “Elburn” pianos are so listed. There is testimony 
on the other side to the effect that stencil pianos signify those 
which do not bear the name of the maker or dealer. 

The pianos furnished by the three manufacturers to the 
plaintiff were dissimilar, but for the past several years the pianos 
of the several styles sold by the plaintiff under this trade-name 
have been substantially alike, aside from changes and improve- 
ments prescribed by the plaintiff from time to time. They em- 
body features wherein they differ in some respects from instru- 
ments furnished by other manufacturers. Some controversy ap- 
pears as to whether they differ from some other pianos made and 
sold by the present manufacturer. The proof is incomplete and 
was withheld in part on the subject, and for this reason, and 
while they may be dissimilar it cannot be found, from the evi- 
dence in this case, to be in a substantial respect. 

It is claimed by the defense that “Elburn” pianos were 
advertised for sale by manufacturers. An instance is shown in 
a circular-letter purporting to emanate from the Cote Piano 
Manufacturing Company, without date or addressee, soliciting 
trade for its instruments, and stating that it was making some 
special pianos in the “commercial department,” among which the 
“Elburn” was named. But this company ceased to use the name 
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upon notice from the plaintiff, and also arranged to have it re- 
moved irom pianos it had furnished to the firm at Kansas City, 
already mentioned. 

The advertising matter put out by the defendant's agents 
was to the effect that it had “Elburn” pianos for sale, apparently 
meaning that they were the same as those sold by the plaintiff, 
that they were “stencil” pianos, that the defendants did not recom- 
mend such pianos, and, finally, after suit, that the new “Elburn” 
it sold was different from and superior to those sold by the 
plaintiff. Evidence was introduced to the effect that the de- 
fendant’s salesmen were instructed to explain to customers that 
the pianos were different and the defendant’s the better. It 
also appears that the defendant has ceased to offer these pianos 
for sale. 

In any event, the adoption and use of the name by the 
plaintiff antedated its use by both manufacturers and dealers 
and the former, of which defendant bought its pianos, recognized 
the fact. \\hether they advertised the pianos bearing the name 
or furnished them to dealers on their own motion or at the in- 
stance of dealers, the prior use of the name in the Oklahoma 
City field was by the plaintiff, accompanied by whatever of good- 
will and reputation it had acquired for such pianos. Of these 
facts, it must be found that the defendant had knowledge when 
it advertised and put on sale pianos marked “Elburn-Chicago” 
and “Elburn-New York.” This finding is required by the 
notoriety given by the plaintiff to “Elburn” pianos, the asserted 
understanding the defendant had of its situation, and the circum- 
stances shown in the proof. The first question for decision is 
whether the conduct of the defendant was justified or should be 
enjoined. 

The plaintiff does not rely upon any trade-mark. The name 
applied to these pianos would not be available therefor, as it 
does not disclose the essential feature or origin, ownership, or 
production of the instruments. The name, being geographical in 
its primary meaning, is subject to use by the public at will. But 
the plaintiff was privileged to adopt and use the name with a 
secondary signification, that is, to describe or denote a class or 
classes of pianos in which it dealt. And if a goodwill was built 
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up by the plaintiff for the pianos under that name, a right was 
thus acquired for which it was entitled to protection as a vendor 
against an unfair use of it by another. As said in Elgin National 
Watch Co. v. Illinois Watch Co., 179 U. S., 665: 


‘But where an alleged trade-mark is not in itself a good trade-mark, 
yet the use of the word has come to denote the particular manufacturer 
or vendor, relief against unfair competition or perfidious dealings will 
be awarded by requiring the use of the word by another to be confined 
to its primary sense by such limitations as will prevent misapprehension 
on the question of origin. In the latter class of cases such circumstances 
must be made out as will show wrongful intent in fact, or justify that 
inference from the inevitable consequences of the act complained of.” 


The selection and long use of the name “Elburn” on these 
pianos by the plaintiff being clear, the employment of it by an- 
other dealer could not rightfully be made unless in a way that 
would avoid confusion to the public. It is a familiar fact that 
pianos are known chiefly by a name, and by it have their place in 
the estimation of the public, so that when they become known 
under a certain name, then the use of that name by another 
naturally and certainly tends to confuse and mislead prospective 
buyers. The addition of the name of a city or place, as in the 
present case, would be ordinarily insufficient to distinguish pianos 
and especially so in the case of plaintiff’s pianos which disclose 
no place of manufacture. The similarity to the public mind would 
be even greater than was apparent in the case of Wolf Bros. & 
Co. v. Hamilton Brown Shoe Co., 165 Fed., 415, where the 
word “American Lady” as a name applied to shoes was held 
so similar to “American Girl” as to cause confusion. Here the 
precise name was used. 

Under the law, it is not material whether the defendant in- 
tended to cause the public to believe its pianos were the same as 


those sold by the plaintiff, or such was the necessary conse- 
quence of the use of the same name. Elgin National Watch Co. 
v. Illinois Watch Co., supra. In either event the defendant would 
have the benefit of the popularity of the trade-name applied to 
pianos and the means also of injuring plaintiff's trade. Is not, 
therefore, a case made out in favor of the plaintiff? 


It cannot be important whether there was similarity in the 
construction or design of the pianos of the parties to the suit. 
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The pianos of the plaintiff are not shown to have been patented 
so as to preclude the defendant from selling the same kind and 
grade of instrument. They were of a specific kind and they were 
guaranteed and given a certain trade-name and advertised for 
sale, and under such circumstances the defendant had no right 
to sell other instruments like or unlike them under the same 
designation. The case of St. Paul Electric Co., et al. v. The Mc- 
Crum Howell Company, 189 Fed., 849, is in point. There the 
plaintiff was manufacturing and selling electric suction cleaners, 
for which it had no patent or trade-mark, but it had advertised 
its cleaners under the trade-name of ‘The Richmond” in con- 
nection with its own corporate name, at a fixed price. The de- 
fendant made and put on sale the same kind of cleaners. An 
injunction against this was held unauthorized. In the opinion, 
it is said: 

“The defendants made no appropriation of complainant’s trade or 
corporate name. They believed an effective cleaner capable of doing 
the work could be manufactured and sold at a price not exceeding 
$35.00 and proceeded to construct one . . . In short, it may be said 
the defendants employed practically the same elements, of the same 
color and in the same combination to accomplish the same result as com- 
plainant had, the latter having acquired no monopoly in the elements or 
any combination of them. This, however, did not confer upon defend- 
ants the right to so similate the product of complainant as to deceive 
the public or palm off their product as and for the product of the 
latter. The law imposed upon them the obligation of good faith and 
honest competition.” 

Thus the holding is that although the objection could not be 
predicated on the ground that the goods of one dealer ‘are like 
those of another, it by no means follows that the trade-name of 
a dealer may be appropriated to deceive the public. 

That the defendant had any jurisdiction in selling the pianos 
whether the name was put upon them at its suggestion or without 
it by the makers is a misconception of its right and responsibility. 
The makers had no more right than did the defendant to misuse 
this trade-name, and the former could not confer any right they 
did not have upon the defendant. In any event, it should have 
obtained from the use of the name previously adopted and ad- 
vertised by the plaintiff for its pianos from whatever source the 
name came to be upon these pianos. And the legal duty of the 
defendant was not performed by directing its salesmen to ex- 
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plain to customers that the pianos were different. The effectual 
way to guard against confusing or misleading the public was not 
to retain the name upon the pianos; and anything short of that 
would be inadequate protection to the plaintiff. 


It is urged that plaintiff is not entitled to an injunction as 
the “Elburn” pianos it sells came from different manufacturers 
and lack uniformity and being sold as if they were standard 
pianos, plaintiff does not come into court with clean hands. For 
a number of years last past, but one manufacturer has furnished 
these pianos to the plaintiff, and the evidence is found to fairly 
prove uniformity. The subject-matter appearing on the instru- 
ments consists merely of the name adopted for them and a state- 
ment that they are made expressly for the plaintiff. It is not 
shown how, in this regard or otherwise, the facts admit of the 
application of the equitable rule invoked. It cannot, therefore, be 
applied. 

The defendant resists an injunction further on the ground 
that it has discontinued the sale of the pianos. It is not denied, 
however, that it still holds some of them and no claim is made 
that the name has been removed, or the pianos have been so 
marked as to avoid confusion in case of sale. The defendant is 
still in a position to renew the unauthorized use of the name; and 
this fact, taken with the evidence as to its past acts, and the 
circumstances are sufficient to show that the injunction, if fully 
warranted at the commencement of the suit, should not now be 
withheld. 


There had been no such laches or acquiescence as will bar 
relief by way of injunction. It is not barred by a delay in 
bringing suit, 38 Cyc., 881. Nor was there such acquiescence 
by reason of the purchase by plaintiff of one of defendant’s 
pianos as to deprive plaintiff of an injunction. This purchase 
was made to enable plaintiff to learn the character of the pianos 
sold by defendant. ‘The use made of the instrument was a 
course designed to avoid or reduce injury from defendant’s un- 
authorized use of the trade-name. But while it would disentitle 
plaintiff to complain of that particular sale, without commenting 
otherwise, it should be held that the action thus taken was not 
sufficient to render equitable relief unnecessary or unavailable. 
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A permanent injunction is found to be proper, and it will 
be granted in such form as will guard against any future misuse 
by the defendant of the plaintiff's trade-name. 

This leaves for determination the question of damages and 
profits. The usual course is to order a reference for the pur- 
pose. However, the parties have submitted their evidence on 
this subject, and evidently desire to have the court determine 
all matters involved; and this will be done. 

The concession is made in behalf of the plaintiff that only 
profits can be considered and that they furnished the basis of re- 
covery. The inquiry, is therefore, whether they should be 
allowed ; and if so, to what extent. 

The doctrine of laches and acquiescence does not preclude 
a recovery. Only a few months intervened between the com- 
mencement of the sales and the institution of the suit. It was 
a period of controversy rather than inaction; and the defend- 
ant asserted it knew where it stood. Under the circumstances, 
the plaintiff acted in due time. The advertisements put out in 
behalf of defendant indicate that from the outset defendant 
exacted opposition to its course, and it would be very unreason- 
able to conclude that defendant believed plaintiff would be con- 
tent for the sales under the name of “Elburn” to continue. It 
is a case where the defendant assumed such liability as might 
be established rather than one where it was led to believe there 
would not be objection to or approval of its acts. 


The purchase by plaintiff of the piano acquiesced only as to 


that transaction, but not otherwise. The use made of this in- 
strument forbids a different finding. The circumstances evince 
clearly that the plaintiff was contesting the use of the name on 
the piano. 

Liability for profits is denied, for want of proof of fraudu- 
lent intent or deception to customers. There was no mistake 
of fact on the part of the defendant. It acted advisedly insisting 
upon the legal right to sell pianos bearing this name. Knowing 
its situation, as it asserted, it is presumed to have intended the 
consequence of voluntary acts. Its mistake was of law only ; and 
that is no defense. 
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There is no explicit proof that the use of this name in- 
duced these sales. The protestation of the defendant that its 
patrons were advised correctly as to the pianos is not controlling. 
The name must be taken as one contributing factor in the sales. 
Where that is the case the party who brings about the confusion 
should respond for profits. Wolf Bros. & Co. v. Hamilton Brown 
Shoe Co., [Reporter, vol. 3, p. 415]; Merriam Co. v. Saalfeld, 
198 Fes., 369, [ Reporter, vol. 2, p. 443] ; Westinghouse v. Wagner 
Co., 225 U. S., 604. 

In ascertaining profits, all sales under the infringing name 
should be considered, and the cost of the sales should be deducted, 
38 Cyc., 909-913. From the evidence, it must be found that 
dealers attribute a definite expense to a piano sale. This would 
follow from the nature of the transaction and the way in which 
pianos are disposed of to the public. The cost should be allowed 
in this case. 

Of the twelve pianos bought by defendant in Chicago, the 
sales of the four instruments which were returned should be 
excluded because the profits are not shown and the burden of 
proving them rests on the plaintiff. Also the sale of the piano 
to the plaintiff cannot be considered as the plaintiff caused it 
and is not in a position to complain of it. The sale of the re- 
maining seven pianos were made at $255 each, but premium 
checks of $109 on each piano were issued as credit reducing the 


price to $146. The cost was $94 delivered and the expense of 
sale was shown to be $44 on each of them. Deducting these 
two items the net amount realized was $8.00 on each instrument 


or $56.00 on the seven. The cost of the two pianos bought at 
Fall River was $4.00 greater on each piano so that the profit 
upon them is found to be $8.00. The total profits then are $64.00 
which the defendant should account for, and judgment will be 
rendered against the defendant for that sum. The costs will be 
taxed to the defendant. 
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IOWA SUPREME COURT 


Moror AccessoriES Mrc. Co. v. MARSHALLTOWN Motor Ma- 
TERIAL Mrc. Co. 


(149 N. W. Rep., 184.) 
October 23, 1914. 


1. UNFAIR COMPETITION. 


The essential structural features of an unpatented article cannot 
be appropriated by any manufacturer to his exclusive use. 
2. UNFAIR COMPETITION. 


The makers of “Hel-Fi” spark plugs sued the makers of “V-Ray” 
spark plugs for unfair competition. The evidence showed that the 
former product was stamped “Hel-Fi,” with the representation of a red 
devil, while the latter product was marked “V-Ray,” with a design 
showing streaks of lightning; that the former was sold in red, the 
latter in blue, cartons; that the former had rough iron shells, while 
the shells of the latter were nickel-plated; and that the branch elec- 
trodes of the first were parallel to the central electrode, while those 
of the second were at right angles to their central electrode. Under 
these conditions, the charge of unfair competition was held not to be 
sustained by the facts. 

3. UNFAIR COMPETITION—TRADE-N AMES. 

The Motor Accessories Manufacturing Company charged unfair 
competition in the use of the name by the defendant, “Marshalltown 
Motor Material Manufacturing Company.” Held, that there was no 
deceptive resemblance, especially since the defendant advertised itself 


as the “4 M Company.” 
Appeal from judgment of the district court, Marshall county, 
in favor of defendant. Affirmed. 


F. E. Northup, of Marshalltown, for appellant. 
Boardman & Lawrence, of Marshalltown, for appellees. 


Gaynor, J.—Prior to February, 1910, the original plaintiffs 
in this suit, E. J. Beeve and Charles C. Eldridge, were engaged 
in the business of selling automobiles at Marshalltown, Iowa. 
About February, 1910, they began the manufacture of spark plugs 
in connection with one C. F. Johnson, under the trade-name of 
Motor Accessory Manufacturing Company. As then organized, 
it constituted a copartnership. On the 2d day of June, I9gII, as 
such, they filed a petition in the district court of Marshalltown, 
in which they prayed for an injunction against the defendant, 
alleging, among other things, that Viggo N. Hanson, who is one 
of the defendants herein, was, at the time they began the manu- 
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facture of their spark plugs, in the service of the plaintiff as a 
salesman, and as such acquired a knowledge of the peculiar char- 
acteristics of the plaintiff’s spark plug and of the manner in 
which plaintiffs were manufacturing the same. On or about the 
11th day of March, 1911, the defendant Hanson severed his con- 
nection with the plaintiffs, and immediately, and in connection 
with one Sinclair, organized and incorporated another company 
under the name of the Marshalltown Motor Material Manufac- 
turing Company, for the purpose of manufacturing spark plugs 
in imitation of these made by the plaintiffs, and with the intent 
of profiting by the reputation that plaintiffs had built up. Imme- 
diately upon the organization of this company, the defendants 
commenced the manufacture of and put on the market spark 
plugs containing all the essential and novel features of the spark 
plug invented and manufactured by the plaintiffs, and closely re- 
sembling it in form and general appearance. The spark plug 
manufactured by the plaintiffs is called the “Hel-Fi,” and em- 
bodied some new and useful improvements upon which a patent 
had been applied for, and an application for a patent was then 
pending in the patent office of the United States. 

Plaintiff further says that the principal feature which dis- 
tinguished the spark plug manufactured and sold by the defend- 
ants from the “Hel-Fi’ is the cutting of V-shaped notches in the 
end of the electrodes, and says that this is one of the features 
of the invention for which a patent had been applied, and is one 
of the features of plaintiff’s invention in spark plugs; that the 
defendant adopted this prominent feature of the spark plug to 
the extent of giving it the name “The V-Ray Spark Plug” ; that 
the notches in the electrodes are in the ends of the small elec- 
tro wires, and are inconspicuous to the eye; that in general ap- 
pearance the spark plug made by the defendants is nearly identical 
with the “Hel-Fi,”’ and the various parts are interchangeable ; that 
the similarity is so great as to deceive the public and the ordinary 
purchaser, by means of which defendant did deceive the pub- 
lic and was enabled to palm off its spark plug for the spark plug 
of the plaintiffs. 

Plaintiffs further complain of the similarity of the cor- 
poration names, inasmuch as both companies do business at the 
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same place, claiming that it tended to cause confusion and decep 
tion, and has a tendency to divert to the defendant orders which 
are intended for the plaintiffs; that the defendant has obtained 
and filled orders which were intended for the plaintiffs, and which 
would have come to the plaintiff except for the similarity of 
names. 

On the gth day of September, 1912, the plaintiffs amended 
their petition, alleging that, since the commencement of this ac- 
tion, the plaintiffs in the original suit had incorporated, using the 
trade-name of the copartnership as its corporated name, to wit, 
the Motor Accessories Manufacturing Company. The defend- 
ant admits that it is a corporation, and that it is engaged in 
the manufacture of V-Ray spark plugs, but denies all other al- 
legations, 

Upon the issues thus tendered, the cause was tried by the 
court, and a decree entered dismissing plaintiff’s petition. Plain- 
tiffs appealed. 

These essential facts appear from an examination of the 
record: At the time this suit was commenced, the defendants 
were making a spark plug called the V-Ray; that plaintiffs were 
making a spark plug called the Hel-F'i. The defendant’s spark 
plug had notches in the electrodes V-shaped. ‘These were in 
the ends of the small electrode wires. Plaintiffs had never mar- 
keted any spark plugs with V-notches in the electrodes prior 
to the oganization of the defendant company, nor until after 
it had placed such upon the market; that the cartons in which 
the plugs were presented to the public and sold were different in 
this: That the Hel-Fi was presented and sold in a red carton, 
the defendants V-Ray in a blue carton; that the name “Hel-Fi” 
was stamped on plaintiff's spark plugs, and the name V-Ray 
stamped upon defendant’s plugs. One was marked with a red 
devil; the other with a V, with a streak of lightning stamped 
on its respective plug. The “V-Ray” had a nickel-plated shell, 
the Hel-Fi a rough iron shell; a notched electrode on the V-Ray, 
none on the Hel-Fi; a smooth spacer on the Hel-Fi, a beveled 
cleaning cap on the V-Ray. On the V-Ray the electrode was 
bent at right angles to a center; on the Hel-Fi the electrodes 
paralleled the center electrode. 
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It appears that plaintitts had not applied for a patent with 


V-notches in the electrodes at the time this suit was begun, and 


had never placed on the market any spark plug with V-notches - 
in the electrodes. In other respects, the spark plug manufactured 
by the defendant, in size and form and general appearance, re 
sembled the spark plug made by the plaintiffs. It is claimed, how 
ever, that the resemblance consisted only in those essential fea 


tures of construction necessary to the construction of the 


I 


> article 


prepared for the market, and that no one has an exclusive right, 


even by use, to appropriate these to himself, and thereby acquire 
the sole right to the manufacture of the particular article. These 
do not constitute, in themselves, trade-marks, nor are they the 
subject of personal appropriation, nor does their use offend 
against the law of unfair business competition. 

The disposition of this case does not involve the question 
of trade-names or trade-marks, nor the rights which obtain to 
patented articles. 

In the presentation of this case, the plaintiffs rely solely 
upon the rules heretofore laid down governing unfair business 
competition, and the determination of this case involves the ap 
plication of these principles to the facts as we find them in this 
record. 

What is unfair competition is a mixed question of law and 
fact, and has been variously defined and applied by the courts. 
It consists in the conduct of a trade or business in such a man- 
ner that there is an expressed or implied representation that the 


goods or business of the one man are the goods and business of 
another (see 28 Am. & Eng. Encyc., 34 


5 [2d Ed.]), and applies 


in cases where one simulates the particular device or symbol em 
ployed by another in such a way as to deceive the ordinarily pru 
dent person, thereby leading him to believe, by the marks thus 
simulated, that the goods are the goods of another, and thus 
practicing a fraud upon the person whose goods he simulates, 
and -upon the general public dealing in those goods. 

The ground of the action of unfair competition is fraud, 
and this may be shown by direct testimony, or by facts and cir- 
cumstances or inferred from the manner in which the business 
is carried on. 
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This doctrine is applied in cases where one has established 
a business under a particular name, or by the use of certain 
marks or symbols, so that it has become known, in the trade, 
generally as designating the goods of that person. Courts of 
equity will enjoin one who fraudulently assumes the same name, 
device, or symbol for the purpose of stealing away from the other 
the business so established, and thereby depriving him of the 
profit which flows from the business. The object of the law 
is to protect the property rights of a person from invasion by 
one who fraudulently, by the use of the same devices, symbols, 
or name, seeks to and does take from him the custom, goodwill, 
and the business by him established and maintained. There is 
no practical way, other than by prohibition to prevent the filch- 
ing of trade established by one in an article, through a name, 
symbol, or mark, than by prohibiting the use of the trade-name 
or mark. 

Even where the name, symbol, or device used is not one 
that can be protected as a trade-name or mark, equity will pro- 
tect one in the use of it, where it has, by long use, obtained a 
secondary meaning, as designating the goods of one particular 
person, and where, by the use of it, the public has come to know 
his goods by that name or symbol. He thereby acquires a prop- 
erty in it which is of value, and which another cannot wrongfully 
simulate and so deprive him of the benefits of its use. See 
Sartor v. Schaden, 125 lowa, 696, 101 N. W., 511, in which it is 
said : 

“Aside from the law of trade-marks, courts will protect trade-names 
or reputations, although not registered or properly selected as trade- 
marks, on the broad ground of enforcing justice and protecting one in the 
fruits of his toil. This is all bottomed on the principle of common busi- 
ness integrity, and proceeds on the theory that. while the primary and 
common use of a word or phrase may not be exclusively appropriated, 
there may be a secondary meaning or construction which will belong to 
the person who has developed it. In this secondary meaning there may 
be a property right.” 

To have this protection, the party complaining must show 
that, by continued use, the secondary meaning has become estab- 
lished in the public mind, and that his goods have become known 
and recognized by the public under the name, device, or symbol. 
with its secondary meaning. The secondary meaning only comes 
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from use. Before the courts will afford protection in its use, it 
must be shown, that, as to the party complaining, it has a second- 
ary meaning in the public mind; that it designates and is under- 
stood to represent the goods of the party complaining, so that 
one appropriating it and using it, after such meaning had at- 
tached, would be in a position to practice a fraud upon the com- 
plainant and upon the public. 

There is no general rule applicable to all these cases. Each 
case must depend upon its own peculiar facts. It must be borne 
in mind that courts, in the enforcement of this law, do not seek 
to strangle competition nor to foster monopoly, but lend their aid 
only to him who in good faith has adopted distinguishing marks 
or names to denote the origin of his goods, or adopted some 
peculiar way of distinguishing his goods, and it must appear that 
his goods have become known to the public by the distinguishing 
mark, and that business and trade in the goods, under the desig- 
nation, has been acquired. Then it is that courts of equity will 
step in and prevent another from filching from him his business 
by simulating the name or mark thus adopted. Therefore it 
must appear, to entitle the party to relief, that the name, device, 
or symbol used by him has acquired a secondary meaning in the 
public mind, or with the trade, and that he has established a 
business under that name, mark, or symbol. 

Every one has a right to manufacture spark plugs, except 
such as may be protected by patent, has a right to manufacture 
them in the way and in such manner, shape, or form as is essen- 
tial to adapt them to the use and purposes for which they are 
intended. The necessary features of construction no one can 
appropriate to himself. No court would enjoin one from mak- 
ing use of features essential and necessary for the construction 
of the article, simply because they resembled or are the same as 
those formerly used by another. The adoption, by one manu- 
facturer, of the essential features of another’s product, where 
those features are common to articles of that class, does not of 
itself amount to unfair competition. See Warren v. American, 
141 Fed., 513, 72 C. C. A., 571, or as held in Rathbone v. 
Champion, 189 Fed., 26, 110 C. C. A., 596, 37 L. R. A. (N. S.), 


258: The rule of unfair competition cannot be successfully 
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invoked to abridge the freedom of trade competition, where 
the similarity complained of is with reference to necessary func- 
tional characteristics of the article simulated. These essential fea- 
tures enter into the composition of all articles of the same kind, 
and no one can acquire a personal or individual right to the same 
even by use. 

The books are as full of cases as the human mind is full 
of invention. Efforts have been made to simulate the business 
of others and steal away the trade, and courts have responded to 
the call for protection. The whole doctrine is based upon the 
theory of protection to the person whose rights are invaded, as 
well as to the rights of the public. It rests upon unfair methods 
used to deprive another of rights acquired and business estab 
lished. See Fairbank Co. v. Lukel, King & Cake Soap Co., 102 
Fed., 327, 42 C. C. A., 376, and Sartor v. Schaden, supra. 

Applying these principles to the case at bar, we find that 
the defendant started in business in the manufacture of these 
spark plugs complained of shortly after the plaintiff had gone 
into business; that plaintiff had not established a business, and 
had not sold any spark plugs with V-notches in the electrodes ; 
that the only point of resemblance of the two products was in the 
manner of essential construction common to all plugs; that the 
points of difference easily observable by the trade were exposed, 
and could easily be seen and recognized, by one desiring to make 
purchase as follows: Plaintiff called its spark plug ‘“Hel-Fi,” 
and the regular mark was a red devil’s head. Defendants called 
theirs ‘““V-Ray,” and their regular mark was a V, with radiating 
streaks of lightning. Defendant sold theirs in a blue carton. 
Plaintiffs sold theirs in a red carton. The defendant used a 
nickel-plated shell, stamped with the name “V-Ray.” Plaintiff 
used a rough iron shell. The defendant used a spiral-beveled 
cap which served as a cleaner. Plaintiffs used a square shoulder 
cap used as a spacer. The defendants bent their electrodes con 
verging inwardly towards the central electrode. Plaintiffs bent 
their electrodes to parallel the central electrode. Defendants 
notched their electrodes with a V. Plaintiffs did not. The de 
fendants stamped their trade-mark on the porcelain “V-Ray.” 
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Plaintiff's stamped theirs “Hel-Fi.” There is no evidence that 
any one was deceived or that any confusion arose. 


\s said by the trial court in his opinion : 


“If plaintiff had been in business a number of years, and had gained 
for themselves an excellent reputation in the name under which they 
were doing business, and had built up a goodwill, that would be one thing; 
but here are two companies entering into competition at practically the 
same time. The plaintiff takes the name, ‘Motor Accessory Manufactur- 
ing Company.’ That is descriptive of the business in which they are en- 
gaged. The defendant has adopted the name ‘the Marshalltown Motor 
Material Manufacturing Company. That, too, is descriptive of the 
business. There is no proof in this record that the plaintiff had built 
up a business under the name, so that the name became secondary, and, 
without such showing, it could not become exclusive. However, even if 
it should be conceded that the names were similar, it does not afford 
evidence of a design to engage in unfair business competition for the 
reason that it appears that the defendant company advertised under the 
name of the 4 M. Company.” 


The plaintiff has sought to show that confusion arose in 
the business from the similarity in the names of the two cor- 
porations. This, if it occurred at all, occurred in the early part 
of their business career, and the evidence offered such slight sig- 
nificance of confusion that we cannot trace it directly to the 
names or the manner of doing business, rather to the inadvert 
ence or catelessness of the parties through whose act the con- 
fusion arose if any. 

There are other complaints made, however, in the petition 
of which the evidence offers such slight proof that we do not 
consider them as a basis for the relief prayed for. 

As said before, each case must be decided on its own pe- 
culiar facts, and a careful review of the record in this case satis- 
fies us that the judgment of the district court was right, and 
therefore is affirmed. 

Affirmed. 
Lapp, C. J., and DEEMER and WrrHrow, JJ., concur. 
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KENTUCKY COURT OF APPEALS 


30ONNIE & COMPANY v. BONNIE BROTHERS 


(169 S. W. Rep., 871.) 
October 23, 1914. 


UNFAIR COMPETITION—TRADE-NAMES. 

One of the brothers composing the firm of Bonnie Brothers, dis- 
tillers of “Bonnie Rye” and other brands of whisky, sold his interest 
in the business and in the trade-marks used in connection therewith, 
and became a member of a competing firm, which took the name 
Bonnie & Company, and proceeded to call one of its brands “Bonnie 
& Co. Rye.” In an action for trade-mark infringement and unfair 
competition, the use of the latter name was deemed to conflict with the 
rights of the plaintiff, Bonnie Brothers, and was enjoined by the 
court. 


2. UNFAIR COMPETITION—DEFENSE—MISBRANDING UNbER Foop AND Drucs 


Act. 

A whisky manufacturer who brings an action against a competitor 
on the ground of unfair competition, will not be deprived of his rem- 
edy, because he has labeled merely as “whisky” a blend of straighi 
whiskies of different ages, although such labeling is contrary to the 
food and drugs act of 1906, as interpreted by the departments of ag- 
riculture, commerce and labor. The doctrine of “clean hands” does 
not apply, because there was no proof of intent on the part of the 
plaintiff to defraud, or of actual deception of the public by the alleged 
misbranding. 


. Unrair ComMPEtTITION—DEFEN SE—LIMITATIONS—LACHES. 


Although laches or the statute of limitation might defeat an ac- 
tion for damages, neither laches nor limitation is available as a defense 
to an action for injunction against unfair competition. 


Appeal from decree of the circuit court, Jefferson county, 


in favor of the plaintiff. Affirmed. 


Gibson & Crawford, of Louisville, for appellant. 
John Bryce Baskin and Robert C. Kinkead, both of Louis- 
ville, for appellee. 


Cray, C.—This is an action by plaintiff, Bonnie Bros., a 


corporation, against defendant, Bonnie & Co., another corpora- 
tion, to enjoin the latter from using, as a trade-mark or label 
upon its bottles of rye whisky, the words “Bonnie & Co. Rye,” 
on the ground that “Bonnie & Co. Rye” is an infringement of 
plaintiff’s trade-mark “Bonnie Rye,’ and also constitutes un- 
fair competition. The chancellor granted the relief prayed for 
by plaintiff, and defendant appeals. 


























echinacea eet a 







Sa iii A RSs 



















BONNIE & COMPANY V. BONNIE BROTHERS 549 


The house of Bonnie Bros. has been in the wholesale liquor 
business in Louisville for about 35 years, and during that time 
has been the owner of and has been engaged in selling the fol- 
lowing brands of whisky: “Bonnie Rye,” “Joel B. Frazier,” 
“Nelson Club,” “Bonnie Bourbon,” and “Bonnie Malt.” For 
the past 15 years they have been distillers of the foregoing brands 
of whisky. 

Originally the firm name was Bonnie & Co. In 1879 the 
firm of Bonnie Bros. succeeded the original firm of Bonnie & 
Co. The firm of Bonnie Bros. was composed of F. W., W. O., 
R. P. and E. S. Bonnie. In 1895, F. W. Bonnie retired from the 
firm, selling his interest in the business, including the brands, to 
his brothers, W. O., R. P., and E. S. Bonnie. In January, 1899, 
E. S. Bonnie, in consideration of about $70,000, represented by 
various notes bearing interest at the rate of 6 per cent per annum, 
payable semi-annually, sold his interest in the business, including 
his interest in the foregoing brands of whisky, to W. O and R. P. 
Bonnie, who continued the business under the firm name. Very 
soon after the sale, E. S. Bonnie went into the same business with 
W. A. Reisert and O. H. Irvine, under the firm name of E. S. 
sonnie & Co. O. H. Irvine withdrew from the firm in about 
a year, and the firm of E. S. Bonnie & Co. continued in busi- 
ness with E. S. Bonnie and W. A. Reisert as the only partners. 
On November 21, 1902, E. S. Bonnie, W. A. Reisert, and Wm. T. 
Hale converted the firm into a corporation under the style of 
E. S. Bonnie & Co. Of the owners of the corporation, one had 
been a partner and the other two employes of Bonnie Bros. On 
March 21, 1903, E. S. Bonnie & Co. changed its corporate name 
to Bonnie & Co. Before E. S. Bonnie & Co. incorporated, they 
began selling whiskey under the brand of “Bonnie Club.” Plain- 
tiff contended that the use of the label and brand “Bonnie Club” 
pirated certain labels of Bonnie Bros. After some correspond- 
ence on the subject, E. S. Bonnie & Co. abandoned the use of 
the label “Bonnie Club.” E. S. Bonnie died in May, 1907, and 
his stock in Bonnie & Co. passed into other hands. On April 
30, 1903, the firm of Bonnie Bros., incorporated under the name 
of Bonnie Bros., and the corporation took over the assets and 
brands of the firm. 
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KENTUCKY COURT OF APPEALS 
30ONNIE & CoMPANY v. BONNIE BROTHERS 
(169 S. W. Rep., 871.) 

October 23, 1914. 


1. UNFAIR COMPETITION—TRADE-NAMES. 

One of the brothers composing the firm of Bonnie Brothers. dis- 
tillers of “Bonnie Rye” and other brands of whisky, sold his interest 
in the business and in the trade-marks used in connection therewith, 
and became a member of a competing firm, which took the name 
Bonnie & Company, and proceeded to call one of its brands “Bonnie 
& Co. Rye.” In an action for trade-mark infringement and unfair 
competition, the use of the latter name was deemed to conflict with the 
rights of the plaintiff, Bonnie Brothers, and was enjoined by the 
court. 

2. UNFAIR CoMPETITION—DEFENSE—MISBRANDING UNpbER Foop AND Drucs 

Act. 

A whisky manufacturer who brings an action against a competitor 
on the ground of unfair competition, will not be deprived of his rem- 
edy, because he has labeled merely as “whisky” a blend of straighi 
whiskies of different ages, although such labeling is contrary to the 
food and drugs act of 1906, as interpreted by the departments of ag- 
riculture, commerce and labor. The doctrine of “clean hands” does 
not apply, because there was no proof of intent on the part of the 
plaintitf to defraud, or of actual deception of the public by the alleged 
misbranding. 

3. Unrair ComPEetiTiION—DEFENSE—LIMITATIONS—LACHES. 

Although laches or the statute of limitation might defeat an ac- 
tion for damages, neither laches nor limitation is available as a defense 
to an action for injunction against unfair competition. 


to 


Appeal from decree of the circuit court, Jefferson county, 
in favor of the plaintiff. Affirmed. 


Gibson & Crawford, of Louisville, for appellant. 
John Bryce Baskin and Robert C. Kinkead, both of Louis- 
ville, for appellee. 


Cray, C.—This is an action by plaintiff, Bonnie Bros., a 
corporation, against defendant, Bonnie & Co., another corpora- 
tion, to enjoin the latter from using, as a trade-mark or label 
upon its bottles of rye whisky, the words “Bonnie & Co. Rye,” 
on the ground that “Bonnie & Co. Rye” is an infringement of 
plaintiff’s trade-mark “Bonnie Rye,” and also constitutes un- 
fair competition. The chancellor granted the relief prayed for 
by plaintiff, and defendant appeals. 
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The house of Bonnie Bros. has been in the wholesale liquor 
business in Louisville for about 35 years, and during that time 
has been the owner of and has been engaged in selling the fol- 
lowing brands of whisky: “Bonnie Rye,” “Joel B. Frazier,” 
“Nelson Club,” “Bonnie Bourbon,” and “Bonnie Malt.” For 
the past 15 years they have been distillers of the foregoing brands 
of whisky. 

Originally the firm name was Bonnie & Co. In 1879 the 
firm of Bonnie Bros. succeeded the original firm of Bonnie & 
Co. The firm of Bonnie Bros. was composed of F. W., W. O., 
R. P. and E. S. Bonnie. In 1895, F. W. Bonnie retired from the 
firm, selling his interest in the business, including the brands, to 
his brothers, W. O., R. P., and E. S. Bonnie. In January, 1899, 
E.. S. Bonnie, in consideration of about $70,000, represented by 
various notes bearing interest at the rate of 6 per cent per annum, 
payable semi-annually, sold his interest in the business, including 
his interest in the foregoing brands of whisky, to W. O and R. P. 
Bonnie, who continued the business under the firm name. Very 
soon after the sale, E. S. Bonnie went into the same business with 
W. A. Reisert and O. H. Irvine, under the firm name of E. S. 
sonnie & Co. O. H. Irvine withdrew from the firm in about 
a year, and the firm of E. S. Bonnie & Co. continued in busi- 
ness with E. S. Bonnie and W. A. Reisert as the only partners. 
On November 21, 1902, E. S. Bonnie, W. A. Reisert, and Wm. T. 
Hale converted the firm into a corporation under the style of 
E. S. Bonnie & Co. Of the owners of the corporation, one had 
been a partner and the other two employes of Bonnie Bros. On 
March 21, 1903, E. S. Bonnie & Co. changed its corporate name 
to Bonnie & Co. Before E. S. Bonnie & Co. incorporated, they 
began selling whiskey under the brand of “Bonnie Club.”’ Plain- 
tiff contended that the use of the label and brand “Bonnie Club” 
pirated certain labels of Bonnie Bros. After some correspond- 
ence on the subject, E. S. Bonnie & Co. abandoned the use of 
the label ‘Bonnie Club.” E. S. Bonnie died in May, 1907, and 
his stock in Bonnie & Co. passed into other hands. On April 
30, 1903, the firm of Bonnie Bros., incorporated under the name 
of Bonnie Bros.. and the corporation took over the assets and 
brands of the firm. 
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For defendant it is insisted that a man’s name is his own 
property, and he has the same right to its use and enjoyment as 
he has to that of any other species of property; that, if such use 
be a reasonable, honest, and fair exercise of such right, he is no 
more liable for the incidental damage he may do to a rival trader 
than he would be for an injury to a neighbor’s property by smoke 
issuing from his chimney, or for the fall of a neighbor’s house 
caused by reasonable excavations on his own land. Brown 
Chemical Co. v. Meyer, 139 U. S., 540, 11 Sup. Ct., 625, 35 L. 
Ed., 247. The rule contended for, however, has no application to 
the facts of this case. 

Here E. S. Bonnie retired from the firm, and not only sold 
his interest in the business, but sold his interest in the trade-mark 
“Bonnie Rye” and other brands. Not only so, but his associates 
in the new business which he organized knew of this fact. Not- 
withstanding this sale, the defendant soon began to sell a brand 
of whisky known as “Bonnie Club.” After abandoning the 
use of this brand, they put out a new label “E. S. Bonnie & Co. 
Rye.” It then dropped the letters “E. S.” and began to sell 
‘Bonnie & Co. Rye,” with a label, though differing in some re- 
spects from the label of plaintiff, very similar in its most strik- 
ing features. It is not sought in this action to enjoin defendant 
from the use of the word “Bonnie” in its corporate name. It is 
sought to enjoin the use of the brand “Bonnie & Co. Rye,” and 
the use of the label on which it appears, because of infringement, 
and because plaintiff’s label is simulated in such a manner as to 
constitute unfair competition. It is true that the word “Rye” is 
a generic term, and cannot of itself be appropriated; but when 
used in connection with the word “Bonnie,” even though the word 
“Bonnie” be a surname, the trade-mark becomes specific in char- 
acter, and there can be no doubt that the brand “Bonnie & Co. 
Rye” infringes the brand “Bonnie Rye.” 

Furthermore, it is difficult to understand why the brand 
“Bonnie & Co. Rye” was adopted, if it was not thereby intended 
to induce the belief on the part of the purchasing public that they 
were in fact purchasing “Bonnie Rye.” Equity gives relief in 
such a case on the ground that one man is not allowed to offer 


goods for sale representing them to be the manufacture of an- 
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other trader in the same commodity. Seixoto v. Provzende, L. R., 
1 Ch. App., 195. So it is held that no trader can adopt a trade- 
mark so resembling that of another that ordinary purchasers, 
buying with ordinary caution, are likely to be misled. McLean 
v. Fleming, 96 U. S., 245, 24 L. Ed., 828. 

But it is insisted that plaintiff’s label is itself a violation of 
law, and a fraud on the public, and that, being true, plaintiff 
does not come into equity with clean hands, and is not there- 
fore entitled to relief. 

Section 8 of the federal Food and Drug Act of June 30, 1906, 
provides in part as follows: 


“That the term ‘misbranded’ as used herein, shall apply to all drugs, 
or articles of food, or articles which enter into the composition of food, 
the package or label of which shall bear any statement, design, or device 
regarding such article, or the ingredients or substances contained therein 
which shall be false or misleading in any particular, and to any food or 
drug product which is falsely misbranded as to the state, territory, or coun- 
try in which it is manufactured or produced. That for the purposes 
of this act an article shall also be deemed to be misbranded. . . . First, 
if it be an imitation of or offered for sale under the name of another 
article.” 


By subsection 4 of section 8 it is provided: 


“Tf the package containing it or its label shall bear any statement, 
design, or device regarding the ingredients or the substances contained 
therein, which statement, design, or device shall be false or misleading in 
any particular: Provided, that an article of food which does not contain 
any added poisonous or deleterious ingredients shall not be deemed to 
be adulterated or misbranded in the following cases: . . . Second, in 
the case of articles labeled, branded, or tagged so as to plainly indicate 
that they are compounds, imitations, or blends. and the word ‘compound,’ 
‘imitation’ or ‘blend’ as the case may be, is plainly stated on the package 
in which it is offered for sale: Provided, that the term ‘blend’ as used 
herein shall be construed to mean a mixture of like substances, not ex- 
cluding harmless coloring or flavoring ingredients used for the purpose 
of coloring and flavoring only.’ 


Section 3 of the act is as follows: 


“That the secretary of the treasury, the secretary of agriculture and 
the secretary of commerce and labor shall make uniform rules and regu- 
lations for carrying out the provisions of this act, including the collection 
and examination of specimens of foods and drugs manufactured or 
offered for sale in the District of Columbia, or in any territory of the 
United States, or which shall be offered for sale in unbroken packages 
in any state other than that in which they shall have been respectively 
manufactured or produced. or which shall be received from any foreign 
country, or intended for shipment to any foreign country, or which may 
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be submitted for examination by the chief health, food or drug officer of 
any state, territory, or the District of Columbia, or at any domestic or 
foreign port through which such product is offered for interstate com- 
merce, or for export or import between the United States and any foreign 
port or country.” 


Pursuant to the above act, the Secretary of Agriculture and 
the Secretary of Commerce and Labor on February 16, 1910, 


promulgated Inspection Decision No. 113, wherein it is provided 
as follows: 


“Under the Food and Drugs Act of June 30, 1906, all unmixed dis- 
tilled spirits from grain, colored and flavored with harmless color and 
flavor, in the customary ways, either by the charred barrel process, or 
by the addition of caramel and harmless flavor, if of potable strength 
and not less than 80 proof, are entitled to the name whisky without quali- 
fication. If the proof be less than 8o (i.e., if more water is added), the 
actual proof must be stated upon the label and this requirement applies 
as well to blends and compounds of whisky. Whiskies of the same or 
different kinds (i. e., straight whisky, rectified whisky, redistilled whisky, 
and neutral spirits whisky) are like substances and mixtures of such 
whiskies, with or without harmless color or flavor used for purposes of 
coloring and flavoring only, are blends under the law and must be so 
labeled. In labeling blends the act requires two things to be stated upon 
the label to brine the blended product within the exception provided by 
the statute: First, the blend must be labeled, branded or tagged so as 
to plainly indicate that it is a blend, in other words, that it is composed 
of two or more like substances, which in the case of whisky must each of 
itself be a whisky; and, second, the word ‘blend’ must be plainly stated 
upon the package in which the mixture is offered for sale. A mixture 
ot whiskies, therefore, with or without harmless coloring or flavoring, 
used for coloring and flavoring only, is correctly labeled ‘Kerwan Whisky. 
A Blend of Whiskies.’ Nothing in the Food and Drugs Act inhibits any 
truthful statement upon the label of any product subject to its terms, 
such as the particular kind or kinds of whisky, vended as, whisky or as 
blends or compounds thereof, but when descriptive matter, qualifying the 
name whisky, is placed upon the label, it must be strictly true, and not 
misleading in any particular. The law makes no allowance for seller’s 
praise upon the label, if false or misleading, and the product is mis- 
branded if a false or misleading statement be made upon one part of 
the label, and the truth about the product be stated upon another part. 
Similarly a product is misbranded if the label is false or misleading 
though the use of a trade-marked statement, design or device. The fact 
that a phrase, design or device is registered in the United States Patent 
Office gives no license for its deceptive use. All descriptive matter 
qualifying or particularizing the kind of whisky, whether volunteered or 
required by the law to be stated, as in the case of blends and com- 
pounds, must be given due prominence as compared with the size of type 
and background in which the name whisky appears, so that the label 
as a whole shall not be misleading in any particular. Food Inspection 
Decisions 45, 65, 95 and 98, and all rulings in conflict herewith, are 
hereby revoked.” 
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Defendant’s position is this: Plaintiff's goods are not only 
sold in this state but also shipped from this state to other states. 
Its label is therefore actually used in interstate commerce. For 
a while plaintiff's whisky sold under the label of “Bonnie Rye” 
was labeled “Straight Whisky.” In i1gi11 the word “straight” 
was dropped, and it was labeled simply “Whisky.” Plaintiff 
admits that the whisky so labeled and sold is a blend of two or 
more straight whiskies of different ages. That being true, de- 
fendant contends that plaintiff’s whisky should have been labeled 
a blend of whiskies or a blend of straight whiskies. As this was 
not done, the whisky was misbranded, and, being a false brand, 
was a fraud on the public. This contention is borne out by the 
Food Inspection Decision, supra. In other words, defendant 
insists that only whiskies of the same distillation are entitled to 
be labeled “Straight Whisky” or “Whisky.” In answer to this 
contention plaintiff insists that two straight whiskies are the 
same substance and not like substances, and therefore the use 
of the word “blend” is not required by the federal food and 
drug act. On this proposition defendant offered two witnesses, 
one of whom testified that whiskies made on different days would 
constitute a blend. The other testified that straight whisky is 
one whisky out of one barrel. The precise question before us 
does not seem to have been passed upon by the federal courts. 
Th act itself is by no means clear. If two whiskies made at dif- 
ferent times are not the same substance, and if only whiskies 
made at one distillation are the same, what period of time will 
constitute one distillation? Must the whiskies be made the same 
moment, the same hour, the same day, the same month, the same 
season, or the same year? It must be admitted, therefore, the 
question is one of considerable doubt. At the time plaintiff 
sought this injunction, it was labeling its bottles simply 
“Whisky.” If, because the whisky thus sold was composed of 
two or more straight whiskies, made at different times, it should 
have been marked a blend, we conclude that at most plaintiff 
was guilty simply of a technical violation of the pure food and 
drug act. The label on the bottle showed that it contained 
Kentucky whisky. It is not contended that any other whisky 
was used in the bottle. Purchasers were informed of the fact 
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that it was Kentucky whisky. They believed that they were 
purchasing Kentucky whisky, and as a matter of fact received 
Kentucky whisky. We are not disposed, therefore, to hold that 
plaintiff intended a fraud on the public, or that, as a matter of 
fact, the label was used for the purpose of fraud, or calculated 
to deceive the public. 

The facts do not bring it within the rule laid down in 
Worden v. California Fig Syrup Co., 187 U. S., 517, 23 Sup. 
Ct., 161, 47 L. Ed., 282. There it was held that the use of the 
term “Syrup of Figs’ to designate a laxative medicinal prepara- 
tion, together with printed statements and designs upon the bottles 
containing the compound and on the cartons and wrappers, cal- 
culated to induce the public falsely to believe that fig juice was 
an important element in the composition of such preparation, 
whose operative laxative element was senna, involved such de- 
ceit and misrepresentation as would deprive the manufacturer of 
equitable relief against the sale by another of a medicinal prepara- 
tion named, marked, and packed in imitation of the older medi- 
cine, for the purpose and with the design and intent of deceiv- 
ing purchasers and inducing them to buy the new preparation 
instead of the old one. In the case of Krauss v. Jos. R. Peebles’ 
Sons Co., 58 Fed., 585, plaintiffs sought to enjoin the 
defendants from using a Pepper whisky label on Pepper whisky 
which Peebles’ Sons Company were selling in violation of an 
alleged contract. It was held that plaintiffs were not in equity 
with clean hands, for the label sought to be protected described 
the whisky as “Old Pepper Whisky,” when in truth and in fact 
part of the whisky was not made by Pepper. It is well settled 
that to preclude plaintiff from relief his representations must 
be both intentional and material, so as to constitute a deliberate 
fraud on the public. Nims on Unfair Business Competition, p. 
480. Thus relief is frequently denied where there is a misrepre- 
sentation as to the identity of the manufacturer. Manhattan 
Medicine Co. v. Nathan Wood, etc., 108 U. S., 218, 2 Sup. Ct., 
436, 27 L. Ed., 706; Leather Cloth Co. v. American Leather Cloth 
Co., 4 De G., J. & S., 137; Prince Mfg. Co. v. Prince’s Metallic 
Paint Co., 135 N. Y., 24, 31 N. E., 990, 17 L. R. A., 129. Or 
where there is a misrepresentation as to the place of manufac- 
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ture. Elgin National Watch Co. v. Illinois Watch Case Co., 
179 U. S., 665, 21 Sup. Ct., 270, 45 L. Ed., 365. The rule is 
also applied where, as in the cases of Worden v. California Fig 
Syrup Co., supra, and Krauss v. Jos. R. Peebles’ Sons Co., supra, 


there was a misrepresentation as to the nature of the article 
sold. 

In the case before us, as said before, there is no proof to 
the effect that other manufactured whisky was sold under the 
label of “Bonnie Rye.” There is no misrepresentation as to the 
place of manufacture, or as to the real nature of the article. The 
only misrepresentation relied on is that the national pure food 
and drug act is violated because two whiskies made at differ- 
ent times are not labeled a blend. In view of our great doubt 
as to whether or not plaintiff's label as thus used constituted a 
technical violation of the national pure food and drug act, 
and since we do not believe that it was designed, or was calcu- 
lated, to deceive the public, or was intended to operate, or did 
operate, as a fraud on the public, we are not disposed to deny 
plaintiff the relief asked for on the ground that he does not come 
into equity with clean hands. 

Lastly, it is insisted that, as Bonnie & Co. have used the 
words “Bonnie & Co. Rye” on a brand of whisky for more than 
ten years, plaintiff's right of action is barred by the statute of 
limitations. Whether or not the statute, if available as a de- 
fense, would apply under the facts of this case, we deem it un- 
necessary to decide. It is sufficient to say that by the great 
weight of authority, the infringement of a trade-mark is a con- 
tinuing injury, and though laches and limitation may defeat an 
action for damages, neither laches alone nor limitation is avail- 
able as a defense to an action for relief by way of injunction 
for such infringement. El Modello C. M. Co. v. Gato, 25 Fia., 
886, 7 South 23, 6 L. R. A., 823, 23 Am. St. Rep., 537; McLean 
v. Fleming, 96 U. S,. 245; Menendez v. Holt, 128 U. S. 
514, 9 Sup. Ct., 143, 32 L. Ed., 526; Layton P. F. Co. v. 
Church, 182 Fed., 24, 104 C. C. A., 464; Gaines v. Whyte Co., 
107 Mo. App., 507, 81 S. W., 648; Cedar L. H. Co. v. Cedar 
L. H. Co., 79 Wis., 297, 48 N. W., 371. To the extent that 
Northcutt v. Turney, 101 Ky., 314, 41 S. W., 21, 19 Ky. Law 
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Rep., 483, announces a contrary doctrine, it is hereby over- 
ruled. 
Judgment affirmed. 


NEW YORK SUPREME COURT 
Hore, CLaripcE Co., Inc. v. GEorGE Rector, INc. 
(149 N. Y. Supp., 748.) 

Appellate Division, November 6, 19r4. 


1. TRADE-NAMES—DAMAGE A NECESSARY ELEMENT OF UNFAIR CoMPE- 

TITION. 

He who seeks to procure an injunction against the use of a trade- 
name by another, must show probable damage resulting to him from 
the use of the name, or equity will refuse to intervene. 
TRADE-NAMES DisTINCT FROM GOODWILL. 

The sale by a trustee in bankruptcy of the goodwill of a business, 
with its fixtures and stock in trade does not convey to the vendee 
the exclusive right to use the trade-name formerly identified with 
the business, nor does it authorize him to represent himself as identical 
with its original user. 

3. UNFAIR CoMPETITION—RIGHT To Usk OF NAME. 

Where a man has organized a corporation bearing his name to 
carry on his business and, this corporation becoming bankrupt, its 
assets have passed into the hands of another corporation, which has 
not continued the use of the family or corporate name, the son of 
the original proprietor may carry on the same kind of business under 
the family name, as long as he refrains from doing anything to make 
the public believe that his establishment is the successor of his father’s. 
He is not bound to bring the independence of the two establishments 
to the attention of the public by any specific representations to that 
effect. 


No 


Appeal from judgment of the special term, New York 
county, in favor of the plaintiff. Modified and affirmed. 


Argued before INGRAHAM, P. J., and CLARKE, Scort, 
Dow tnoG, and HorcHkiss, JJ. 


Louis Lowenstein, of New York City, for appellant. 
John M. Stoddard, of New York City, for respondent. 


Scort, J.—The action is for an injunction to restrain the 
use by defendant of the word “Rector’s,” or “The World-Re- 
nowned Rector’s,” or any similar phrase in and about any busi- 
ness conducted by it. Much evidence was taken upon the trial, 
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the result of which has been embodied in a careful and ex- 
haustive report by the referee. His findings may be briefly sum- 
marized as follows: 

Both plaintiff and defendant are corporations organized for 
the purpose of carrying on the restaurant business, in which they 
are both now actively engaged. The name “Rector” was made 
famous in the restaurant business by one Charles E. Rector, who 
gained reputation first in the city of Chicago and later in the 
city of New York. His skill and energy were such that restau- 
rants conducted by him achieved much popularity and made 
large profits. The desirability of the right to use the name 
‘“Rector’s”’ as a business name flows from the reputation thus 
built up by Charles E. Rector as a restaurant keeper. He is not 
a member of, nor in any way connected with, either of the 
parties to this action, nor has he undertaken to confer upon 
either the right to use his name. The plaintiff’s claim of the 
exclusive right to the use of the name “Rector’s” is derived as 
follows: 

In the year 1899 Charles E. Rector organized a corpora- 
tion to carry on the restaurant business under the corporate 
name of “Rector’s,” and such business was carried on by said 
corporation in the city of New York under the personal man- 
agement, supervision, and direction of said Charles E. Rector 
until May, 1913, when an involuntary petition in bankruptcy 
was filed against said corporation, and such proceedings were 
had that one Edwin C. Ward was appointed receiver, and sub- 
sequently trustee in bankruptcy. The receiver in bankruptcy, 
being thereto authorized by the district court of the United 
States, sold at public auction, and in writing assigned, trans- 
ferred, and conveyed, to the Thompson-Starret Company, goods, 
chattels, and effects of said bankrupt, by the following descrip- 
tion: 

“All the furniture, carpets, curtains, glassware, china, table service, 
kitchen utensils, furnishings, assets and effects of Rector’s, bankrupt, 
situate in Hotel Rector, Broadway and Forty-Fourth Street, Manhattan, 
New York City, together with the goodwill of said Rector’s.” 

The sale was confirmed by the court, and by its order the 
trustee in bankruptcy subsequently executed to said Thompson- 
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Starret Company a confirmatory bill of sale of said property, 
assets, and effects by the same description as that employed in 
the receiver’s assignment. The plaintiff was incorporated in 
July, 1913 (under the name of 1510 Broadway Corporation, 
since changed to Hotel Claridge Company, Inc.), to carry on, 
among other things, the business of conducting a restaurant. 
On August 15, 1913, the Thompson-Starret Company, by an 
assignment in writing, purported to grant, assign, transfer, and 
convey to plaintiff the following: 


“The goodwill of Rector’s, a domestic corporation, together with 
the right to use the name ‘Rector’s.’ ’ 


Neither Charles E. Rector, nor any other person by the name 
of Rector, is now or ever has been connected with the plaintiff 
or its business. On or about November 1, 1913, plaintiff changed 
the name of the hotel in which it conducted a restaurant to the 
“Hotel Claridge,” and for a few days advertised itself in the 
newspapers as “Hotel Claridge, formerly ‘Rector’s.’” Since 
about November 6, 1913, plaintiff has not used the name “Rec- 
tor’s” in any way in connection with its business, but has wholly 
discontinued the use of said name. The defendant was incorpo- 
rated on or about July 26, 1913, by George W. Rector and two 
others, who owned and held all the stock thereof, and it is fair to 
assume, although the fact is not expressly found, that George 
W. Rector consented to the incorporation of defendant under 
his name. 

George W. Rector is a son of Charles EF. Rector herein- 
before referred to. He had been carefully educated by his 
father in a manner calculated to qualify him for the business of 
conducting a restaurant, and had been employed in various ca- 
pacities in and about the business managed and conducted by 
his father until the latter part of the year 1911, when he severed 
his connection with it. Since the incorporation of defendant, 
George W. Rector has devoted himself exclusively to the busi- 
ness carried on by it. At first the defendant used certain signs, 
and otherwise advertised itself, in a manner calculated to convey 
the impression that it was the same business as that formerly 
conducted by Charles E. Rector, under the name of “Rector’s.” 
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The use of such misleading signs had been discontinued before 
the trial of the action. Defendant has continued, however, in 
various ways to announce its restaurant as “Rector’s,” without 
any specific reference to the place of business formerly con- 
ducted under that name. It is this use of this word which 
plaintiff seeks to restrain. 

The evidence fails to show, and the referee has omitted 
to find, that any pecuniary damage whatever has accrued to plain- 
tiff by reason of defendant’s use of the word “Rector’s,” or that 
any trade or custom has been diverted, in consequence of the 
use of said name, from plaintiff to defendant. So that the 
judgment rests upon the bald proposition that plaintiff owns the 
sole right to the use of such name, and that defendant, in using 
it, is appropriating plaintiff’s property. 

The circumstance that no damage, present or prospective, 
was shown or has been found to have come to plaintiff by rea- 
son of defendant’s use of the word “Rector’s,” is an important 
one in its bearing upon plaintiff's demand for injunctive relief. 
As a general rule, equity will not interpose by injunction to 
prevent an act which, even if committed, will work no harm to 
the complainant. The mere allegation in a complaint that cer- 
tain acts will produce loss and damage is insufficient, unless sup- 
ported by proof, of which there is none in the present case. It is 
true that the damages need not be capable of accurate measure- 
ment, for the very fact that they are not thus capable is one of 
the grounds for equitable interposition; but there must be proof 
sufficient to create, at the least, a presumption that there will 
be real damage. 

Coming, now, to plaintiff’s claim of the exclusive right to 
the use of the word “Rector’s,” we are of opinion that it cannot 


be sustained. The receiver and trustee in bankruptcy did not 
undertake to convey such a right to Thompson-Starret Com- 
pany; and it, of course, could convey to plaintiff no more than 
had been assigned to it by the receiver and trustee in bankruptcy. 
What the receiver did assign, along with considerable tangible 


property, was the “goodwill” of the corporation known as Rec- 
tor’s,. the classical definition of which is “the probability that 
the old customers will resort to the old place” (per Lord Eldon 
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in Cruttwell v. Lye, 17 Vesey, 335); and the consensus of opin- 
ion appears to be that a sale in invitum in the bankruptcy court 
of the goodwill of a business does not carry with it the ex- 
clusive right to use the business name of the bankrupt, or any 
right so to use it as to convey to the public the impression that 
the assignee and the original user of the name are the same 
identical person (see V onderbank v. Schmidt, 44 La. Ann., 264, 
10 South, 616, 15 L. R. A., 462, 32 Am. St. Rep., 336, and cases 
cited), although, so long as the purchaser from the receiver in 
bankruptcy continued the same business as that which had been 
formerly carried on by the corporation ‘“Rector’s,” it could prob- 
ably lawfully describe itself as the “successor of Rector’s,” as the 
present plaintiff did for a short time. That, however, would 
not involve the right to prevent any one else, otherwise lawfully 
entitled to it, from also using the name in its or his business. In 
considering such a question as we are now discussing, it is de- 
sirable to keep clearly in view the distinction between a case like 
the present and one in which the owner of a trade-name has 
voluntarily assigned the right to use it (Von Bremen v. Mac- 
Monnies, 200 N. Y., 41, 93 N. E., 186, 32 L. R. A. [N. S.], 293, 
21 Ann. Cas., 423), and the other class of cases involving the 
right to the continued use of a firm name. 

As to defendant’s rights with reference to the name of 
Rector, it is clear that George W. Rector has the right to use 
his own name in the conduct of his business (World’s D. M. 
Ass'n v. Pierce, 203 N. Y., 419, 96 N. E., 738, [Reporter, vol. 
3, p. 23]), and we have no doubt that he has an equal right 
to authorize its use by a corporation of which he is an officer 
and a large stockholder. He may not, however, through unfair- 
ness, artifice, or misrepresentation, injure the business of an- 
other or induce the public to believe that his product is the 
product of that other. World’s D. M. Ass'n v. Pierce, supra, 
We are of opinion that the defendant is entitled, as against the 
plaintiff, to use its corporate name, or even the single name “Rec- 
tor’s,” in advertising its business, but that it cannot lawfully 
couple with that name anything tending to represent that it is 
identical with the establishment formerly known as “Rector’s,” 
the fame and reputation of which was the result of the skill, 
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management, and direction of Charles E. Rector, or that the 
establishment conducted by defendant is the successor of the 
restaurant formerly known as “Rector’s.”” In other words, so 
long as defendant is content to stand upon its own merits, with- 
out seeking adventitious advantage from the fact that another 
establishment, conducted by another Rector and bearing his name, 
achieved a large measure of popularity, it may lawfully use the 
name of Rector to advertise its business. 

The defendant has already shown some disposition to make 
an unfair use of the name “Rector’s,” and, unless restrained, 
may do so again. The judgment to be entered herein should aim 
to prevent this; but, in our opinion, the judgment appealed from 
goes much further. Strictly construed, it would debar defend- 
ant from using its corporate name, or the name “Rector’s,”’ unless 
coupled with words, prefixes, or suffixes establishing a negative, 
by way of a declaration that it is not identical with the establish- 
ment formerly known as “Rector’s.” A more equitable judg- 
ment would, in our opinion, be one which would permit de- 
fendant to use its corporate name, or the single word “Rector’s,” 
provided it avoids the use of any words, prefixes, or suffixes 
which will represent or tend to represent that it is identical 
with or the successor of the establishment formerly managed and 
directed by Charles E. Rector under the name of ‘“Rector’s.” 
So long as it avoids such a misrepresentation, it will infringe no 
right of the plaintiff, and be guilty of no fraud upon the pub- 
lic. 

The judgment appealed from should be modified as above 


indicated, and, as modified, affirmed, without costs to either party. 
All concur. 


[Without questioning the correctness of this decision, something 
may be said as to the grounds upon which the court sought to justify 
its decision. It must be open to question whether a construction com- 
pany, not engaged in the restaurant business, and with no purpose or 
intention to engage therein, could acquire any rights under the assign- 
ment of the goodwill of such a business whether from a trustee or other- 
wise, and therefore whether such an assignee could convey any right to 
the plaintiff company. It is elementary that the transfer of a goodwill 
can go only with the transfer of a business and, while a bankrupt busi- 
ness may well have a goodwill susceptible of a valid transfer, it would 
seem that such a transfer could be made only for the purpose of con- 
tinuing the business formerly conducted by the bankrupt and to someone 
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who had at least a purpose to continue that business. However, the 
principal weakness in the plaintiff's position seems to arise from the 
fact that they do not and have not themselves made any use of the name 
“Rector’s,’ so that, although the plaintiff's business is located at the 
site of the former Rector’s, it would be difficult to understand how the 
plaintiff could suffer any injury in the goodwill of its business, so far 
as that goodwill is associated with a name the use of which it has en- 
tirely abandoned. ‘The court, in its decision, defines goodwill as “the 
probability that the old customers will resort to the old place.” As the 
plaintiff is in possession of the old location and has evidently decided 
to rely entirely upon its location to secure to it the trade of its predecessor, 
it would seem that it had abandoned any right it might otherwise have 
retained, to complain of the use of the name “Rector’s” at another loca- 
tion by a competing business. | 


DECISIONS OF THE COMMISSIONER OF PATENTS 
Dicest oF MANUSCRIPT DECISIONS. 
What may be a Trade-Mark. 


A mark for wooden pails and tubs consisting of a band of 
wood, rectangular in cross-section and projecting out from the 
rim of the pail or tub is not registrable. It would be regarded 
as an ornament or for mechanical use and would not be recognized 
as a mark of origin. (1) 

The mark “Blue Label” for papers, felts and composite 
fabrics for roofing, sheathing and water-proofing, was rejected 
cn the authority of Ex parte Curtice Bros. Co., 85 O. G., 610; 
Pearson Tobacco Co., 85 O. G., 287; Ex parte Stuhmer, 86 O. G., 
ISI. 

The commissioner held that the applicant could not acquire 
a monopoly of a blue label. If the first comers were allowed to 
acquire the exclusive right to use labels of a certain color for 
themselves, it would soon be impossible for any one else to use a 
label of any color. The applicant, however, having filed a dis- 
claimer of the right to exclusive use of a blue label and confined 
the application to the words alone, it was held that the ap- 
plication should be granted. (7) 


(1) Ex parte Bonsfield & Co., 115 Ms. Dec., 117. 
(2) Ex parte Barrett Manufacturing Co., 114 Ms. Dec., 482. 
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Title to a Mark. 


On an application to register the name “Old Judge” as a 
trade-mark for whisky, the applicant claimed to have used the 
mark from 1882 to date. It appeared that the same mark had 
been used by A from 1881 to 1895 and then abandoned, and was 
in use by B from 1890 to the present time. 

Held that the applicant had not established a good title to 
the mark, distinguishing ayer Fertilizer & Junk Co. v. Virginia- 
Carolina Chemical Co., 156 O. G., 539. (*) 


Fraudulent Use of Mark. 


\n application to register the portrait of the applicant for 
a remedy for tuberculosis, was refused on the ground that any 
remedy for tuberculosis was a fraud. Applicant submitted afh- 
davits of persons who claimed to have been cured. New labels 
having been filed without objectionable descriptive matter rela- 
tive to the curative properties of the remedy, it was held that the 
mark should now be registered. (7) 


Descriptive Terms. 


The word “Nobutton” for underwear is held to be descrip- 
tive, on the analogy of the marks “Getwell” for medicines (Jn re 
Anti-Cori-Zine Chemical Co., 151 O. G., 452); “Hold-On” for 
clutches for scarf and hat pins (Ex parte C. P. Goodrich & Co., 
133 O. G., 1935); and “Norip” for sweat pads (Ex parte Cres 
cent Machine Co., 97 O. G., 750). (3) 

The mark “De Luxe Line” for minute books, record books, 
ledger binders, catalogue covers and similar goods, is held to be 
descriptive and therefore not properly registrable for this class 
of goods. (*) 


(1) Ex parte Solomon C. Herbst, 115 Ms. Dec., 22. 

(2) Ex parte John Varga, 115 Ms. Dec., 14. 

(3) Ex parte Maline Mills, 114 Ms. Dec., 4or. 
, (4) Ex parte Chicago Shipping & Receipt Book Co., 115 Ms. 
ec., 30. 
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The term “Magazine” as applied to lead and colored pencils 
is descriptive. It is used in many patents to indicate pencils with 
a container for holding lead. It is not descriptive as applied to 
chalk and crayon, pen and pencil clips and rubber erasers. It 
may be registered for these goods. (+) 


Non-Descriptive Terms. 


The term “Preferred Stock” is not descriptive for canned 
soups, olives, canned berries, olive oil, fruit preserves and similar 
products. The term is usually applied to the stock of a cor- 
poration and no instance is shown of its use in the sense in which 
it is employed by the applicant. Furthermore, it has been regis- 
tered by others for much the same goods, and should be al- 
lowed. (7) 

The word “Marvelous” for cold cream and nail polish is not 
descriptive. There is nothing about cold cream to excite aston- 
ishment, hence, as applied to this preparation, the word has no 
meaning. Moreover, the word “Marvel” has been registered 
nineteen times and has been upheld by the Wisconsin supreme 
court (Listman Mill Co. v. Listman Milling Co., 60 N. W. Rep., 
261). (3) 

Application was made to register a trade-mark, consisting of 
a representation of a genealogical tree, the trunk of which bore 
the words “Coal Tar” and the branches the names of various 
coal tar products. The application contained a disclaimer of the 
exclusive use of the names appearing on the picture, independent 
of and apart from their respective position and location upon the 
branches of the tree. 


The examiner asked to have the qualifying words cancelled. 
The commissioner said, the name of the applicant’s preparation 
does not appear upon any branch of the tree. The mark, there- 
fore, could not be descriptive of his product. It could only be 
descriptive in the sense that coal tar is the source of many differ- 
ent products, of which applicant’s product is one, but such de- 


(1) Ex parte Eberhard Faber, 115 Ms. Dec., 08. 
(2) Ex parte Allen & Lewis, 115 Ms. Dec., 95. 
(3) Ex parte Richard Hudnut, 114 Ms. Dec., 480. 





DIGEST OF MANUSCRIPT DECISIONS 6 


oi 
1 


scriptive significance is too remote to be fatally objectionable. 
The examiner’s holding that the mark was descriptive was over- 


ruled. (+) 
Goods of the Same Descriptive Properties. 


It is the practice of the office to regard rubber hose and 
canvas hose as goods of different descriptive properties. (*) 

Washing powder and metal polish are not goods of the 
same descriptive properties. (*) 


Proper Name. 


“Tatronife” as a trade-mark for hunting knives was rejected 
by the examiner because the first part was a proper name and 
the second part a misspelling of the word “knife.” 


The commissioner holds that the name is not a common one 
and that the whole mark is sufficiently arbritrary to be registrable. 
(*) 

Conflicting Marks. 


The mark, “Chero Cola” is held to be sufficiently dis- 
tinguished from Coca-Cola, to warrant its allowance, unless op- 
posed. There is no similarity in the label and the mark has 
been in use for three years. (5) 


Upon an application to register the name “Parisian I,ady” 
as a trade-mark for corsets, prior registrations of “American 
Lady” and “Parisienne” were cited. The commissioner says 
there are three tests of infringement: similarity in appearance, 
sound and meaning. In the latter particular, the similarity be- 
tween “Parisian Lady” and “Parisienne” is fatal to the ap- 
plication. (®) 


(1) Ex parte Barrett Manufacturing Co., 114 Ms. Dec., 353. 

(2) J. W. Buckley Rubber Co. v. Speck Marshall & Co., 114 Ms. 
Dec.. 430. 

(3) Fishbeck Soap Co. v. Kleeno Mfg. Co., 115 Ms. Dec., 32. 

(4) Ex parte Carlson-Lusk Hardware Co., 115 Ms. Dec., 15. 

(5) Ex parte Chero Cola Co., 115 Ms. Dec., 130. 

(6) Ex parte Vesta Corset Co., 115 Ms. Dec., 97. 
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Opposition was filed to an application for registration of 
the word “Velvet” as a trade-mark for ceramic paints, opponent 
claiming prior use of the words “Satin Finish” for the same 
goods. The opposition was dismissed on motion. The record 
shows that the opponent’s paints are sold as “Satin” paints, 
and it is claimed that the similarity of meaning is such that 
confusion would result. 

The commissioner says it is not the practice of the office 
to recognize mere similarity in the ideas suggested by words 
that differ in sound and appearance, as likely to cause con- 
fusion. No actual confusion is shown. There is no sufficient 
ground to believe that the marks will conflict, and the opponent 
has known of the applicant’s use of the mark since 1911 and has 
made no effort to stop it. (7) 

Application was made to register two black concentric circles 
as a trade-mark for hosiery. Prior use of concentric circles by 
others was shown. ‘The specimens filed showed the use of a 
round ticket, the words “Round Ticket” and the circles which 
are mere ornaments of the tickets. 


The commissioner suggested that the applicant amend, to 
show all that appears in the specimens and then disclaim the 
shape of the ticket, leaving the words “Round Ticket” and the 
circles to be registered, suggesting that it might then go through. 
(7) 

Application was made to register a trade-mark for rubber 
boots and shoes, consisting of a black circular disk with a white 
center. The commissioner held that this mark was registrable, 
in spite of the prior registration of a similar mark containing a 
picture in a white disk, provided the words “Bull’s Eye” which 
appear on the applicant’s label, were applied for as part of its 
mark. (#) 

Application was made to register an eagle with out-stretched 
wings upon a rock, combined with the words, “America’s Great- 
est.” This was refused because of the prior registration of a 
picture of a bird on a rock, described as an eagle in repose. It 


(1) John W. Hasburg Co. v. Frederick L. Sleeper, 114 Ms. Dec., 483. 
(2) Ex parte Brown Durrell Co., 114 Ms. Dec., 383. 
(8) Ex parte Hood Rubber Company, 114 Ms. Dec., 354. 
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was held that the general appearance of the marks was different 
and there were plenty of eagle registrations for the same goods. 
It was, therefore, not likely that any confusion would result. 
The application was directed to be published, but with a dis- 
claimer of the words, “America’s Greatest.” (7) 

Applicant sought to register the heads of three birds and 
a semi-circle of feathers passing trom one head to that op- 
posite and enclosing a shield in the centre, upon which is a mono- 
gram. A prior registration of a barrel with the representation of 
an eagle and a shield in front with a monogram upon it, is held 
not to resemble the trade-mark applied for. The birds in the 
applicant’s mark do not resemble eagles and the mark should be 
published, giving to the registrant the opportunity to oppose, if 
desired. (*) 


Opposition—Amendment of Notice. 


Appeal from dismissal of a notice of opposition, which set 
forth as the grounds of opposition, first, that the mark “Ceag” 
had long been the exclusive property of the opponent and was a 
coined word made up of the initials of its name; second, that it 
had been long used by the opponent as a trade-mark on miners’ 
lamps. Upon the motion to dismiss, the opponent submitted 
a proposed amended notice, permission to file which was refused, 
because it was claimed that it set forth new grounds of opposi- 
tion. 

The commissioner held that it was error to dismiss the no- 
tice of opposition, and refused permission to file the amended 
notice, which merely elaborated the grounds of opposition set 
forth in the original notice. At any rate, the original notice was 
in itself sufficient and if it was not satisfactory, the remedy was 
by motion for further particulars, under Rule 20. (*) 

Appeal from a refusal of leave to amend a notice of opposi- 
tion, to allege in effect that the word ‘‘Koke” is a common ab- 
breviation for Coca-Cola and is employed as such by customers. 


is} Es parte Carson Glove Co., 11s Ms. Dec., 158. 

(2) Ex parte ‘Richard Hudnut, 115 Ms. Dec., 146. 

(*) Concordi Flektrizitats Aktien Gesellschaft v. Mannesmann 
Light Co. of America, Ltd., 114 Ms. Dee., 456. 
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The motion was made, after the testimony had been taken, 
to make the notice of opposition conform to the testimony. The 
refusal was based upon the belief that the amendment set forth 
a new ground of opposition. 

Held that this was error; that no new ground was set forth; 
that this was not an attempt to set up prior use of the word 
‘“Koke” which the opponent did not claim to have used at all, 
and there was no reason for refusing leave to amend. (*) 


Op position—Dismissal. 


Appeal from the dismissal of a notice of opposition to the 
registration of the name, “Ford” for rubber auto and vehicle 
tires, on the ground that the automobiles manufactured by the 
opponent have not the same descriptive properties as rubber auto- 
mobile and vehicle tires (G. & J. Tire Co. v. G. J. G. Motor 
Car Co., 190 O. G., 550). 

The commissioner says this case differs from that above 
cited in that the application to register embodies the principal 
part of the opponent’s corporate name, and the opponent com- 
pany was incorporated before the applicant began to use the 
mark (Asbestone Co. v. Phillip Carey Mfg. Co., 200 O. G., 857). 

The Ford Motor Company, having registered the name 
“Ford” for automobiles and parts thereof, the question of 
whether parts include tires should be determined by proof and the 
opposition should not have been dismissed. (7) 

Appeal from the dismissal of a notice of opposition to regis- 
ter the name, “Woodbury’s” for hair tonic, scalp cleaner, scalp 
cream, massage cream and skin lotion under the ten-year clause. 
The commissioner affirmed the dismissal of the notice of opposi- 
tion, because it did not appear that the opponent used the mark 
upon its goods, and would therefore, suffer injury from the 
registration (Hump Hairpin Co. v. The De Long Hook & Eye 
Co., 190 O. G., 1032). Inasmuch, however, as it appeared 
from the testimony that the applicant had not used the mark 


(1) Coca-Cola Co. v. Koke Company, 114 Ms. Dec., 472. 


(2) Ford Motor Co. v. The Mansfield Tire & Rubber Co., 115 Ms. 
Dec., 78. 
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for the necessary ten-year period upon any of the goods ex- 
cept skin lotions, it was held that the application should be con- 
fined to these products. 


As to the second ground of opposition, that John H. Wood- 
bury himself never sold massage or scalp cream, and that appli- 
cant’s use of the name was, therefore, deceptive, it was said that 
this allegation was not proven, and if proven, there is no evidence 
of any damage to the opponent resulting from that fact. (7) 

Appeal from a decision of the examiner of interferences 
dismissing an opposition to the registration of the word “Deering” 
for binders, reapers and parts thereof. The opponents manu- 
factured separate parts for “Deering” machines, which they sold 
for repairs. Opponents publish lists and catalogues in which 
the parts are designated and numbered and lettered with the name 
of the machine that the part fits. 


The commissioner held that the registration would not pre- 
vent the opponent from saying, either upon the parts, or other- 
wise, that they were made to fit a Deering machine. The use 
made of the name by the opponent was not trade-mark use. The 
decision of the examiner dismissing the opposition was affirmed. 
(*) 


Stare Decisis. 


Where a word has already been refused registration upon 
the ground that it is descriptive, that decision will be adhered to, 
unless it is palpably wrong. It is not the policy of the office 
to disturb prior decisions on the same question, unless they are 
clearly erroneous. The word “Fits-U” having been thus refused 
registration (Ex parte American Optical Co., 133 O. G. 1,935), 
the prior decision was followed upon a second appeal, taken 
upon the rejection of a new application. (3) 

The word “Bras-Brite” for metal polish, having been re- 
jected as descriptive on a prior appeal (Ex parte Sherwin Wil- 
liams Co., 181 O. G., 267), the commissioner held that the ques- 


(1) John H. Woodbury v. John H. Woodbury Dermatological In- 
stitute, 115 Ms. Dec., 53. 

(2) Henry & Allen v. International Harvester Co., 114 Ms. Dec., 357. 

(3) Ex parte American Optical Co., 114 Ms. Dec., 376. 
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tion was too doubtful to warrant a reversal of a prior decision 
and adhered to the previous decision, notwithstanding later de- 
cisions which the applicant claimed would warrant the regis- 
tration of the mark at this time. (*) 


(1) Ex parte Sherwin Williams Co., 114 Ms. Dec., 402. 
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Maintains the most complete bureau for the protection of 
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furnishes the most reliable information to be had, on any 
yt trad protection ; 
Registers trade-n in all countries; 
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